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PREFACE 
The Canada-California Strategic Innovation Partnership όάCCSIPέύ ǿŀǎ ƭŀǳƴŎƘŜŘ ƛƴ WŀƴǳŀǊȅ нллс ōȅ ŀ 

group of distinguished academic executives and government officials from Canada and the State of 

California, including Dr. Robert Dynes (the President of the University of California), Dr. Arthur Carty 

ό/ŀƴŀŘŀΩǎ bŀǘƛƻƴŀƭ {ŎƛŜƴŎŜ !ŘǾƛǎƻǊύΣ Alain Dudoit and Marc Lepage ό/ŀƴŀŘŀΩǎ /ƻƴǎǳƭ DŜƴŜǊŀƭǎ ƛƴ [ƻǎ 

Angeles and San Francisco, respectively).  

hƴŜ ƻŦ //{LtΩǎ ǇǊƛƳŀǊȅ Ǝƻŀƭǎ ƛǎ ǘƻ ǇǊƻƳƻǘŜ ŎƻƭƭŀōƻǊŀǘƛǾŜ ǊŜǎŜŀǊŎƘ ōŜǘǿŜŜƴ ǊŜǎŜŀǊŎƘŜǊǎ ƛƴ ǎǇŜŎƛŦƛŎ ŦƛŜƭŘǎ 

from across Canada and the State of California, preferably leading to commercialization opportunities in 

one or both jurisdictions. 

In addition to the various technology working groups established within CCSIP, the Venture Capital & 

Intellectual Property Working Group was formed to report on cross-border financing and intellectual 

ǇǊƻǇŜǊǘȅ όάIPέύ ƛǎǎǳŜǎ ǘƘŀǘ ŎƻǳƭŘ ƛƳǇŀŎǘ ǘƘŜ ǎǳŎŎŜǎǎŦǳƭ ŎƻƳƳŜǊŎƛŀƭƛȊŀǘƛƻƴ ƻŦ //{Lt ǇǊƻƧŜŎǘǎΦ ¢ƘŜ 

committee has now published two reports: the first in July 2006 on cross-border financing, and this 

report on cross-border collaborative IP agreements. Both publications are available on the CCSIP 

Wiki.[1] 

Cross-Border Financing  Report  
In July 2006, our committee tabled its first report, which included a series of recommendations and 

observations related to changing certain Canadian bi-lateral trade and cross-border taxation issues. In 

their current form, these issues act as an impediment to cross-border investing and the funding of 

Canadian innovation. They have historically triggered materially expensive legal workarounds for those 

Canadian-based deals that involve U.S. based venture capital investors. An update on progress in these 

matters can be found on the CCSIP Wiki.[1]  

Intellectual Property  Report  
The July 2006 report also highlighted the existence of certain fundamental and material differences in 

U.S. and Canadian IP laws and practices. Many of these differences are germane to the commercial 

outcomes from cross-border research collaboration and, if not properly considered a priori in the 

appropriate agreements, have the potential to negatively or materially impact the sharing or 

commercialization of jointly developed IP. 

The initial report also noted that, while universities and research centres in both jurisdictions have 

existing IP practices, the research initiatives inspired by any cross-border research program would 

benefit from a reference document that sets forth a high-level framework for definitive cross-border 

collaborative research and IP agreements. Such a reference document would also ideally serve to 

                                                           
(1) http://142.103.216.236/ccsip/Wiki%20Pages/Home.aspx  

http://142.103.216.236/ccsip
http://142.103.216.236/ccsip
http://142.103.216.236/ccsip/Documents/CCSIP/CANUSCrossBorderWorkingGroupReport(July2006).pdf
http://142.103.216.236/ccsip
http://142.103.216.236/ccsip/Wiki%20Pages/Home.aspx


5 | P a g e 

 

facilitate the development, commercialization, and financing of IP that may or may not be jointly 

developed through cross-border collaboration.    

This second report is intended to be such a reference document. Herein we provide a comprehensive 

approach towards framing and developing definitive agreements that will enhance the management 

and commercialization of IP arising from cross-border collaborative research agreements. 

The format of this report is readily extendible to provide reference frameworks to guide Canadian 

research institutions, and international partners in other jurisdictions (beyond California and the U.S.), 

where the goal is to enter into strategic interactions that have the potential develop and commercialize 

quality and investable IP.  

The CCSIP Wiki 

The contents of this report are also presented online on the CCSIP Wiki site,[1] in the belief that this will: 

όƛύ ǊŜƴŘŜǊ ǘƘŜ ǊŜǇƻǊǘ ƳƻǊŜ ǿƛŘŜƭȅ ŀŎŎŜǎǎƛōƭŜΣ όƛƛύ ŜƴƘŀƴŎŜ ŀ ǊŜŀŘŜǊΩǎ ŀōƛƭƛǘȅ ǘƻ ǎŜŀǊŎƘ ŦƻǊ ǾŀǊƛƻǳǎ ǘƻǇƛŎǎ 

within the report, (iii) provide a seamless link to the supporting reports and websites referenced in the 

text, and (iv) permit its contents to be updated in an ongoing manner by a wide range of contributors. 

We sincerely hope that the CCSIP Wiki will become a living document that grows and evolves with time 

and use. 
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framework and content and, (iii) The University of British ColumbiaΣ ƻƴŜ ƻŦ /ŀƴŀŘŀΩǎ ƭŜŀŘƛƴƎ ŀŎŀŘŜƳƛŎ 
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INTRODUCTION 
IP and IP management are not just about patents and the licensing of patents. άIƴǘŜƭƭŜŎǘǳŀƭ tǊƻǇŜǊǘȅέ is 

a much broader concept that includes, but is not limited to, the management of trade secrets, know 

how, copyrights, trademarks, IP-related agreements, and IP risks (such as freedom-to-operate). All of 

these ŘƛǊŜŎǘƭȅ ƛƳǇŀŎǘ ŀƴ ƛƴƴƻǾŀǘƛƻƴΩǎ ƭƛƪŜƭƛƘƻƻŘ ƻŦ ōŜƛƴƎ ŜƛǘƘŜǊ ŦǊŜŜƭȅ ŘƛǎǘǊƛōǳǘŜŘ ŦƻǊ ǘƘŜ ōŜƴŜŦƛǘ ƻŦ 

many, or appropriately protected for eventual commercial benefit. 

In its simplest form, IP that is developed entirely by an institution in a given country is governed by that 

ƭƻŎŀǘƛƻƴΩǎ ƭŀǿǎ ŀǘ ǘƘŜ ŦŜŘŜǊŀƭΣ and provincial or state level. But what happens when an IP asset is jointly 

developed through collaboration across borders and there are two different sets of laws that could 

arguably apply to the invention? 

The CCSIP IP Framework 
This report is intended to provide an IP primer for Canadian and Californian research institutions and 

their researchers who are contemplating entering into collaborative research agreements that involve 

the exchange of knowledge with their peers across the 49th parallel.  

The overarching goal of this report is to aid in the creation of High-Quality Investable IP, through the 

implementation of value-building IP management practices. 

Objectives of the IP Framework 

¶ Clarify the complex IP landscape in both Canada and California. 

¶ Describe a conceptual framework that identifies the various issues and terms that future 

definitive CCSIP IP agreements should consider. 

¶ Highlight and explain the significance of specific cross-border jurisdictional IP differences. 

¶ 9ƴǎǳǊŜ ǘƘŀǘ ǘƘŜ ŎƻƳƳŜǊŎƛŀƭƭȅ ǾƛŀōƭŜ Lt ƎŜƴŜǊŀǘŜŘ ǘƘǊƻǳƎƘ //{Lt ǇǊƻƧŜŎǘǎ ǊŜŎŜƛǾŜǎ ǘƘŜ άƎƻƭŘ 

ǎǘŀƴŘŀǊŘ ƻŦ Lt ǇǊƻǘŜŎǘƛƻƴέΣ ǇƭŀŎƛƴƎ ƛǘ ƛƴ ŀƴ ƻǇǘƛƳŀƭ Ǉƻǎƛǘƛƻƴ ǘƻ ŀǘǘǊŀŎǘ ǇǊƛǾŀǘŜ ǎŜŎǘƻǊ 

investment. 

¶ Provide an educational reference guide for IP related issues that may affect CCSIP projects. 

¶ Provide guidance on the treatment of different research outputs (publishing, sharing know 

how, patents, trade secrets, licensing, start-up companies, etc). 

¶ Effect a positive change in the IP management practices along the Research and 

5ŜǾŜƭƻǇƳŜƴǘ ŀƴŘ 5ŜƭƛǾŜǊȅ όάR&D&Dέύ ŎƻƳƳŜǊŎƛŀƭƛȊŀǘƛƻƴ ŎƻƴǘƛƴǳǳƳΦ 

¶ Recommend policy changes that will enhance the likelihood for successful 

commercialization from CCSIP and other trans-border projects. 
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Scope 

Collaborative research projects, and particularly cross-border projects, engender a wide range of issues 

including project management and reporting, budgeting and expenditure control, confidentiality and 

publication, compliance with ethical and regulatory standards, risk management, and IP. This document 

will focus exclusively on IP and will only touch upon other areas inasmuch as they may impact the 

management of IP assets or risks. 

CƻǊ ŎƭŀǊƛǘȅΣ ǘƘŜ ǘŜǊƳ άresearch institutionέΣ ǿƘƛŎƘ ƛǎ ǳǎŜŘ ƭƛōŜǊŀƭƭȅ ǘƘǊƻǳƎƘƻǳǘ ǘƘƛǎ ǊŜǇƻǊǘΣ ǎƘƻǳƭŘ ōŜ 

interpreted to include universities, colleges, federal laboratories, and research hospitals.  

This report is primarily intended to be a reference for research institutions, through their technology 

transfer offices, sponsored research offices, or third party commercialization offices (or their 

equivalents) that are engaging in CCSIP projects or other cross-border collaborations. The material 

presented herein is also of relevance to professional service providers, partner-companies (spin-offs, 

startups and private sector companies), investors and government policy-makers who are participating 

in CCSIP projects.  

Its goal is to ensure that the IP created by CCSIP will be appropriately shared, properly protected and 

effectively managed to deliver the maximum commercialization, economic and social return.  
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Chapter 1:  THE TECHNOLOGY TRANSFER ENVIRONMENTS IN 

CALIFORNIA AND CANADA 

Introduction  

Canada and the State of California have similar populations and economic outputs and, in many 

respects, a similar environment for the transfer of academic innovation into industry. However, there 

are several important differences in both IP law and technology transfer practice that need to be 

considered at the outset of a cross-border research collaboration. This chapter runs through the legal 

environments in California and Canada in a stepwise fashion; first describing the international treaties 

that are relevant to both jurisdictions before stepping through the institutional environments, federal 

and state/provincial laws, and policies of major funding organizations.  

International  IP-Related Treaties  

International treaties, conventions, and agreements provide a framework for trade between numerous 

countries, including the U.S. and Canada, and set minimum standards with respect to each signatory 

ŎƻǳƴǘǊȅΩǎ Lt ƭŀǿǎΦ Lƴ ŀ ƎŜƴŜǊŀƭ ǎŜƴǎŜΣ ǘƘŜǎŜ ŀƎǊŜŜƳŜƴǘǎ Ŏonstrain the IP laws in the signatory countries 

to a high degree of conformity. Despite the common IP framework in place (discussed in Chapter 2), 

there are considerable differences in the technology transfer practice between the two jurisdictions, 

with federal laws in the U.S. providing a high degree of homogeneity that is not found in Canada.   

Canada and the U.S. are each party to several international treaties and agreements that relate to IP 

law, including: 

¶ The Berne Convention for the Protection of Literary and Artistic Works όάThe Berne 

Conventionέύ 

¶ The World Intellectual Property Organization όάWIPOέύ Copyright Treaty 

¶ The Agreement on Trade Related Aspects of Intellectual Property Rights ([[TRIPS - Trade 

Related Aspects of Intellectual Property Rights|όέTRIPSέύ]) 

¶ The Paris Convention for the Protection of Industrial Property (άThe Paris Conventionέ) 

¶ The North American Free Trade Agreement (άNAFTAέ) 

¶ The General Agreement on Trade and Services (άGATSέ) 

The Canada-U.S. Intellectual Property Treaty 

In order to facilitate cross-border research interactions, in 1997 the U.S. and Canadian governments 

entered into a treaty known as The Canada-U.S. Intellectual Property Treaty. The treaty provides a 

framework for the management of IP that, in the absence of a written agreement to the contrary, 

governs IP management practices for cooperative research activities that occur between the federal 

departments and agencies of the two countries. 

http://www.wipo.int/treaties/en/ip/berne/trtdocs_wo001.html
http://www.wipo.int/
http://www.wipo.int/treaties/en/ip/wct/
http://www.wto.org/english/docs_e/legal_e/27-trips_01_e.htm
http://www.wipo.int/treaties/en/ip/paris/trtdocs_wo020.html
http://www.nafta-sec-alena.org/
http://www.worldtradelaw.net/uragreements/gats.pdf
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More specifically, the treaty provides a framework to ensure that each party is aware of IP that is 

generated during collaborative research and gains the appropriate rights to and benefits from such IP. 

To be clear, this treaty only applies to research conducted by ŀƎŜƴŎƛŜǎ ƻŦ ǘƘŜ ŎƻǳƴǘǊƛŜǎΩ ŦŜŘŜǊŀƭ 

governments, not funded by such agencies. In addition, the treaty does not apply to collaborative 

research conducted between academic institutions.  

The Canada-U.S. Intellectual Property Treaty requires that a written agreement covering IP management 

and ownership, exploitation/publication rights, and dispute resolution is in place between the parties, 

either before the collaboration begins, or shortly after the generation of any jointly developed IP. The 

treaty requires that these agreements cover many of the standard cross-border collaborative research 

issues that are described in Chapter 3, ǿƛǘƘ ƻƴŜ άƴƻƴ-ǎǘŀƴŘŀǊŘέ ǎǇŜŎƛŦƛŎŀǘƛƻƴ ǘƘŀǘΣ ǳƴŘŜǊ ǘƘŜ ǘǊŜŀǘȅΣ 

collaborative agreements cannot include binding arbitration as a primary dispute resolution mechanism; 

arbitration can only be entered into after other attempts by the parties to resolve the dispute have been 

made, and even then only with the consent of both parties. 

More Information on The Canada-U.S. Intellectual Property Treaty can be found in Appendix A. 

CCSIP Impact: 

The Research and Inter-Institutional agreements as set out in Chapter 3 will normally comply with 

most requirements of The Canada ς US IP Treaty, with the exception that where the 

collaboration involves federal agencies of the U.S. and/or Canadian governments, binding 

arbitration should not be included as a dispute resolution mechanism unless discussions between 

the parties fail to resolve the dispute and both parties agree to enter arbitration. 

 

The Californian Environment  

The Homogeneity of Californian Technology Transfer Practices 

California has a diverse system of public and private centres of research and higher education.[1] The 

public education system is three-tiered, comprising the ten campuses of The University of California 

όάUCέύ ǎȅǎǘŜƳΣ ǘƘŜ но ŎŀƳǇǳǎŜǎ ƻŦ ǘƘŜ /ŀƭƛŦƻǊƴƛŀ {ǘŀte University system and 110 community colleges in 

the California Community College system. Additionally there are numerous private colleges and 

universities. 

¦/ ƛǎ ǘƘŜ ǊŜǎŜŀǊŎƘ ŜƴƎƛƴŜ ƻŦ ǘƘŜ ǎǘŀǘŜΩǎ ŜŘǳŎŀǘƛƻƴ ǎȅǎǘŜƳ ŀƴŘ ōƻŀǎǘǎ ŀ ƭŀǊƎŜ ƴǳƳōŜǊǎ ƻŦ ŘƛǎǘƛƴƎǳƛshed 

faculty in almost every field. The U.S. News and World Report and the Academic Ranking of World 

Universities rates eight of its undergraduate campuses as among the top 100 in the world, six among the 

top 50, and two among the top 25 universities. The UC Technology Transfer Program is ranked first 

among U.S. universities, both in terms of the number of patents granted and in the number of 

                                                           
(1) For a complete list see http://en.wikipedia.org/wiki/List_of_colleges_and_universities_in_California  

 

http://en.wikipedia.org/wiki/Faculty_(university)
http://en.wikipedia.org/wiki/U.S._News_and_World_Report
http://www.ucop.edu/ott/welcome.html
http://www.universityofcalifornia.edu/news/2006/apr10a.html
http://en.wikipedia.org/wiki/List_of_colleges_and_universities_in_California
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successfully commercialized inventions. Commercialization efforts are distributed within the UC system, 

with each campus having a separate, though centrally coordinated, technology transfer office.[2] The 

California State University system has more of a teaching focus than the UC system but nevertheless 

undertakes a significant level of research. As within the UC system, technology transfer activities are 

distributed across the respective campuses. There are also over 80 private colleges and universities in 

California, including research and commercialization powerhouses such as Stanford and the California 

Institute of Technology. 

Nearly 50 of the 600 or so federal laboratories in the U.S. are located in California, making the state 

home to the largest concentration of federal research laboratories in the United States. Well known 

national laboratories in California include the Lawrence Livermore National Laboratory, the Lawrence 

Berkeley National Laboratory, the Sandia National Laboratory, the Stanford Linear Accelerator Center, 

the Ames Research Center, and the Jet Propulsion Laboratory. Each of these laboratories has its own 

active in-house technology transfer programs for stimulating collaborative research and licensing to 

industry.[3] 

Research, IP and commercialization in the U.S. are largely governed by federal legislation such as the 

Bayh-Dole Act and the Federal Technology Transfer Act. These two Acts, which are designed to stimulate 

technology transfer and the economic benefits that flow from publicly-funded research, implicitly 

provide a national framework and therefore homogeneity to research-commercialization activities in the 

United States. Each of the public education systems and federal labs houses its own technology transfer 

centre whose practices fall within this common framework. 

Federal Legislation  

The Bayh-Dole Act 

Prior to 1980, the commercial development of IP developed using U.S. federal government funding was 

impeded by unclear IP ownership policies and federal licensing practices that did not incent commercial 

development. U.S. funding agencies were generally reluctant to allow inventions made using their 

resources to be owned by universities and other grantees; this resulted in the federal government 

having accumulated a portfolio of close to 30,000 patents, of which fewer than 5% were licensed and 

commercialized. The government made these patents available only for non-exclusive licensing, so few 

companies were willing to invest the time and resources required to develop products based on these 

patents without the necessary exclusivity to protect their market position. This situation led to the 

enactment of the Bayh-Dole Act, which recognized the economic stimulus that could be provided by 

more effective technology transfer from government funded research.4 The Act provides clarity and 

                                                           
(2) ! ǊŜǇƻǊǘ ƻƴ ¦/Ωǎ ŎƻƴǘǊƛōǳǘƛƻƴ ǘƻ ŜŎƻƴƻƳƛŎ ƎǊƻǿǘƘ ƛƴ ǘƘŜ ǊŜƎƛƻƴ Ŏŀƴ ōŜ ŦƻǳƴŘ ƛƴ ά/ŀƭƛŦƻǊƴƛŀΩǎ CǳǘǳǊŜΥ Lǘ {ǘŀǊǘǎ IŜǊŜΣ ¦/Ωǎ 
Contributions to Economic Growth, Health, and Culture: An Impact Study for The University of California March 2003έ 
(3)A recent ǊŜǇƻǊǘ ƻƴ /ŀƭƛŦƻǊƴƛŀΩǎ ǊŜǎƛŘŜƴǘ bŀǘƛƻƴŀƭ [ŀōƻǊŀǘƻǊƛŜǎ ŀƴŘ ǘƘŜƛǊ ƛƳǇŀŎǘǎ Ŏŀƴ ōŜ ŦƻǳƴŘ ƘŜǊŜΥ 

http://www.ccst.us/publications/2006/LabReport.pdf  
(4) A good summary is provided by http://www.cogr.edu/docs/Bayh_Dole.pdf  

 

http://www.universityofcalifornia.edu/itstartshere/report/fullreport.pdf
http://www.universityofcalifornia.edu/itstartshere/report/fullreport.pdf
http://www.ccst.us/publications/2006/LabReport.pdf
http://www.cogr.edu/docs/Bayh_Dole.pdf
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uniformity to IP ownership and a framework that allows for exclusive licensing. Under the Act, IP 

ownership now rests with the awardees of federal funding, such as universities and other research 

institutions.  

The Bayh-Dole Act applies to all inventions conceived or reduced to practice in the performance of a 

project funded by the U.S. federal government, whether the government is the sole funder or not. The 

Act governs four major aspects of IP and commercialization that results from federally funded research:  

1. Ownership - The most fundamental aspect of the Bayh-Dole Act is the clarity it provides to the 

ownership of IP developed using federal funding. Under the terms of the Act, universities, small 

businesses, and non-profit organizations can, within a certain time period, elect to own and 

commercialize the inventions that arise from federally-funded research. They are required to 

ensure that faculty and staff members disclose and assign all such inventions to the funding 

university. 

2. Reporting -The funding agency and federal government retain certain rights to be informed 

about the technology and its commercialization, including patenting activities and utilization by 

licensees. 

3. Rights Retained - The funding agency retains certain rights with respect to ownership and 

commercialization of the technology. In the event that the university elects not to take title to a 

subject invention, the funding agency may do so. The funding agency may also file national 

patent applications in the name of the United States in jurisdictions in which the university 

chooses not to file. The Bayh-Dole Act also requires that the university provides the government 

with a confirmatory, non-exclusive, royalty-free, non-transferable, irrevocable, paid-up license 

to practice, or have practiced, the invention on behalf of the U.S. throughout the world.  

4. Commercialization Requirements - While allowing exclusive licensing practices where 

appropriate, the Bayh-Dole Act also provides limitations with respect to the mechanisms by 

which universities can commercialize technologies, and dictates certain terms that must be 

included in license agreements. These limitations are important to understand when 

developing a cross-border collaborative research agreement and commercialization strategy.  

1. Assignment - Under the terms of the Bayh-Dole Act, U.S. universities cannot assign their 

ownership of inventions to third parties, including the inventors and inter-institutional 

partners without a waiver from the funding agency. Hence any jointly-created IP cannot 

readily be assigned to Canadian research institutions for ongoing management.  

2. Benefit to US Economy - IP that is governed under the Bayh-Dole Act, including any 

joint-IP that is being managed by a Canadian party, needs to adhere to the terms of the 

Act that are explicitly designed to benefit and stimulate the U.S. economy. Bayh-Dole 
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requires that, unless economically unfeasible, exclusive licenses must contain terms that 

obligate the licensee to substantially manufacture the product in the United States.  

In the absence of co-funding by a large company, under the Act, U.S. companies with 

fewer than 500-employees (small-entity companies under U.S. patent law) must be 

favoured when seeking commercial partners.  

3. March-In Rights - Finally, irrespective of any exclusive licenses the university may have 

entered into, the U.S. government retains the right to require the research institution to 

grant additional licenses under certain circumstances. While potential licensees to 

inventions that are governed by the Bayh-Dole Act are often concerned about the 

potential erosion of commercial rights created by such March-in Rights, there is solid 

precedent that suggests that the U.S. government is reluctant to invoke these rights, 

realizing that to do so would negatively impact the incentives around commercialization 

that the Bayh-Dole Act was enacted to provide.  

Because the vast majority of academic research in the U.S. is funded by federal granting agencies, 

university IP policies are normally consistent with the overarching principles provided by Bayh-Dole. 

Indeed, for an invention made at an institution that receives federal funding to fall outside of the Bayh-

Dole Act it must be shown that the non-government research did not diminish, distract from, interfere, 

or cost the federal research in any way. Therefore, while universities may treat inventions that are not 

developed with the use of federal funds outside of the Bayh-Dole restrictions, in practice any invention 

issuing from a research group that has accepted federal funds tends to be treated as falling under 

Bayh-Dole. In general, U.S. universities have seen the benefits of applying a consistent policy to all IP 

regardless of the funding situation. 

A more detailed summary of the Bayh-Dole Act can be found in Appendix B.  

CCSIP Impact 

Any IP generated with funding from the U.S. federal government will be subject to Bayh-Dole. In 

practice this means that effectively all IP developed at or with U.S. universities will be subject to 

the following rules: 

¶ U.S. institutions are precluded from assigning ownership of inventions to third parties, 

including academic collaborators, inventors, or commercial partners without first 

obtaining a waiver from the funding agency. 

¶ Licenses to inventions developed under Bayh-Dole are required to include terms that 

require the licensee to substantially manufacture products in the United States. 

¶ Licenses to small entities (<500 employees) are preferred. 

¶ The U.S. government retains the right to require that the institution grants additional 

licenses to the technology if it feels the technology is not being appropriately developed 

ƻǊ ǳǘƛƭƛȊŜŘ όάaŀǊŎƘ-ƛƴ wƛƎƘǘǎέύ 
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¶ The U.S. government retains a non-exclusive, worldwide, royalty-free, ongoing right to 

practice the technology. 

 

The Federal Technology Transfer Act 

The U.S. Federal Technology Transfer Act of 1986 made technology transfer the responsibility of every 

federal laboratory scientist and engineer, and mandated that such activities be considered part of the 

ŜƳǇƭƻȅŜŜΩǎ ǇŜǊŦƻǊƳŀƴŎŜ ŜǾŀƭǳŀǘƛƻƴΦ Lǘ ǊŜǉǳƛǊŜǎ ¦Φ{Φ ŦŜŘŜǊŀƭ ƭŀōƻǊŀǘƻǊƛŜǎ ǘƻ ŀŎǘƛǾŜƭȅ ǎŜŜƪ ƻǇǇƻǊǘǳƴƛǘƛŜǎ 

to transfer technology to partners in industry and government. Federal agencies are mandated, 

wherever possible, to preferentially grant non-exclusive licenses and are required to preferentially 

license inventions to U.S.-based firms, particularly those that will develop and manufacture licensed 

products in the United States. However, in appropriate circumstances, foreign firms may receive 

licenses, including broad exclusive licenses, for the countries in which they operate or even receive 

exclusive worldwide licenses if no U.S. organizations express sufficient licensing interest. 

The Federal Technology Transfer Act also provides for the creation of Cooperative Research and 

5ŜǾŜƭƻǇƳŜƴǘ !ƎǊŜŜƳŜƴǘǎ όάCRADAέύΣ ǿƘƛŎƘ ŀǊŜ ƭŜƎŀƭ ŀƎǊŜŜƳŜƴǘǎ ōŜǘǿŜŜƴ ŀ ƎƻǾŜǊƴƳŜƴǘ ƭŀōƻǊŀǘƻǊȅ 

and a non-federal government organization to collaborate jointly on a research project. In contrast to 

industry-sponsored research arrangements at universities (see section on Tax-Exempt Bonds below), 

industry partners can pre-negotiate commercial licensing terms in CRADAs at the outset of the 

collaboration. Exclusive patent licenses, particularly those negotiated through CRADAs with the Public 

Health Service, generally include clauses requiring exclusive licensees to reasonably price the resulting 

products, particularly breakthrough drugs and biopharmaceuticals. 

CCSIP Impact 

Any IP generated in collaboration with a U.S. Federal Government Laboratory will be subject 

to the Federal Technology Transfer Act. This will require preferential granting of non-exclusive 

licenses to U.S.-based companies and companies that will substantially manufacture products 

in the United States. 

 

U.S. Export Control Laws 

9ȄǇƻǊǘ ŎƻƴǘǊƻƭ ǊŜƎǳƭŀǘƛƻƴǎ ƛƴ ǘƘŜ ¦Φ{ΦΣ ǎǳŎƘ ŀǎ ǘƘŜ 9ȄǇƻǊǘ !ŘƳƛƴƛǎǘǊŀǘƛƻƴ wŜƎǳƭŀǘƛƻƴǎ όάEARέύ ŀƴŘ ǘƘŜ 

LƴǘŜǊƴŀǘƛƻƴŀƭ ¢ǊŀŦŦƛŎ ƛƴ !ǊƳǎ wŜƎǳƭŀǘƛƻƴǎ όάITARέύΣ ŀǊŜ ŘŜǎƛƎƴŜŘ ǘƻΥ όƛύ ǊŜǎǘǊƛŎǘ ŜȄǇƻǊǘǎ ƻŦ ǘŜŎƘƴƻƭogy that 

could contribute to the military potential of adversarial foreign powers, (ii) prevent the proliferation of 

weapons of mass destruction, and (iii) advance U.S. foreign policy and trade goals.[5] 

                                                           
(5) For further information see http://www.cogr.edu/docs/export%20controls.pdf other interesting articles on this topic can be 
found at the main COGR Export Controls page: http://www.cogr.edu/files/ExportControls.cfm  

http://www.cogr.edu/docs/export%20controls.pdf
http://www.cogr.edu/files/ExportControls.cfm
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Both EAR and ITAR apply to the transfer of physical items, information (including IP) and the provision of 

services exported to parties either outside of the U.S., ƻǊ ǘƻ ŦƻǊŜƛƎƴ ƴŀǘƛƻƴŀƭǎ ƛƴǎƛŘŜ ǘƘŜ ¦Φ{Φ όάDeemed 

ExportsέύΦ ²ƘŜƴ ŀ ¦Φ{Φ ǳƴƛǾŜǊǎƛǘȅ ƛǎ ŎƻƴǎƛŘŜǊƛƴƎ ŜƴƎŀƎƛƴƎ ƛƴ ŜƛǘƘŜǊ ƻŦ ǘƘŜǎŜ ŀŎǘƛǾƛǘƛŜǎΣ ǿƘƛŎƘ may include 

the case where it is contemplating an Inter-Institutional Agreement with a foreign university, it needs to 

consider whether an export license is required. Failure to obtain a license where one is necessary carries 

severe penalties under U.S. federal law, including the possibility of prison sentences for the individuals 

involved. Fortunately, though export control regulations cover nearly all fields of scientific and 

engineering research, there are a number of exceptions and exemptions that are applicable and relevant 

to the research efforts at U.S. institutions. 

¢ƘŜ ǇǊƛƳŀǊȅ ŜȄŎƭǳǎƛƻƴ ƛǎ ǘƘŜ έFundamental Research Exemptionέ, which states that no export control 

license is required when the subject information is in the public domain or if the research is carried out 

openly and without restrictions on publication or access. Where this exemption applies, there are no 

restrictions on the dissemination of research information and foreign nationals may participate in the 

projects. Maintaining the benefits of the Fundamental Research Exemption is important to U.S. 

universities, so EAR and ITAR provide incentive for the institutions to ensure that research is conducted 

in an open manner and with fully publishable results. U.S. universities will therefore, under normal 

circumstances, not accept contract language that restricts publication of results beyond a short period 

that may be required for review and patenting. 

When considering cross-border collaboration it is important to realize that the Fundamental Research 

Exemption applies only to Deemed Exports; that is, to the disclosure or transfer of information and 

materials within the United States. The exemption does not apply to the shipment of materials or 

services across U.S. borders (i.e. when a specific item or information about that item is controlled by 

EAR or ITAR), though other exemptions may apply. 

In general terms, the vast majority of IP exports do not require export control licenses. Furthermore, the 

transfer of information and materials to Canada is generally exempt from U.S. export control laws, 

outside of information related to chemical and biological weapons, and information and material 

controlled by the Firearms Convention. EAR are of significance to material transfer agreements 

όάMTAsέύ ƛƴǾƻlving human pathogens, zoonoses, toxins, animal pathogens, genetically modified 

microorganisms, and plant pathogens, all of which will very likely require an export control license. 

There are certain embargoed countries where U.S. policy is to deny export licenses. If a Canadian 

institution is managing joint IP on behalf of a U.S. institution it should be cognizant that the granting of a 

license to a company situated in an embargoed country may be prohibited under U.S. export control 

laws. 

A more thorough treatment of U.S. export control laws can be found in Appendix C.  

CCSIP Impact 

¶ In order to maintain exemption to export controls Research Agreements with U.S. universities 
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will require that results from research projects are fully publishable (a short delay for sponsor 

review or patent preparation is acceptable). 

¶ Export licenses between the U.S. and Canada are rarely required; however, material transfer 

agreements involving human pathogens, zoonoses, toxins, animal pathogens, genetically 

modified microorganisms, and plant pathogens will very likely require an export control 

license. 

¶ For IP developed in the U.S., licenses subsequently granted to companies based in, or 

substantially owned by, countries that are embargoed by the U.S. will require an export 

permit. 

 

Tax Exempt Bonds 

U.S. universities often finance the construction of buildings through the use of tax-exempt bonds. These 

are financial instruments that a university can issue to finance construction. The investors in these 

bonds benefit because they are not taxed on the interest accumulated on the bond. Due to the tax-

exempt status of these investments, tax-exempt bonds are generally issued at lower than market rates 

of return, thereby enabling the university to finance building construction at a low interest rate. 

¢ƘŜ LƴǘŜǊƴŀƭ wŜǾŜƴǳŜ /ƻŘŜ ƛƴ ǘƘŜ ¦Φ{Φ ƭƛƳƛǘǎ ǘƘŜ άPrivate Business Useέ ƻŦ ŦŀŎƛƭƛǘƛŜǎ ŎƻƴǎǘǊǳŎǘŜŘ ǳǎƛƴƎ 

the proceeds of tax-exempt bonds to 5 or 10% of the amount of the bond issuance. The Tax Reform Act 

of 1986 provides that Private Business Use in excess of these percentages will invalidate the tax-exempt 

status of the bond, thereby requiring bond investors to pay tax on their income from the bond. 

Maintenance of the tax-free status of the bonds is critical to the issuing institution. If the bonds become 

taxable, the university will be required to either make the bond-holders whole for the additional tax 

burden or risk losing credibility in the bond market, thereby raising the interest payable on future bonds 

and affecting future financing and building construction efforts.  

Industry-sponsored research is an activity that has been identified as potential Private Business Use. 

However, the Internal Revenue Service has established that research agreements do not count as 

Private Business Use if the sponsor pays an arms-length price for the use of the research results and that 

such price is not determined until the technology is available for use. Therefore, where facilities built 

with tax exempt bonds are used the IRS prohibits the university from pre-negotiating business terms, 

including royalty rates, royalty caps or royalty ranges for licenses to resultant IP and requires that royalty 

rates are at fair market value. 

A more detailed summary of U.S. Tax-Exempt Bonds can be found in Appendix D. 

CCSIP Impact 

U.S. universities will not pre-negotiate business terms for a license in a sponsored research agreement 

with industry if research is conducted in a building funded by tax-exempt bonds. 
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California State Laws  

Funding from the California Institute for Regenerative Medicine 

The California Institute for Regenerative Medicine όάCIRMέύ ǿŀǎ ŎǊŜŀǘŜŘ ōȅ ǘƘŜ {ǘŀǘŜ ƻŦ California's 

Proposition 71 (2004), which authorized it to issue $3 billion in grants, funded by bonds, over ten years 

for embryonic stem cell and other biomedical research. Grants administered by CIRM are subject to a 

number of rules and regulations, some of which mirror those provided by the Bayh-Dole Act, and some 

ƻŦ ǿƘƛŎƘ ǇǊƻǾƛŘŜ ǎǇŜŎƛŦƛŎ άōŜƴŜŦƛǘ ǘƻ /ŀƭƛŦƻǊƴƛŀέ ǊŜǉǳƛǊŜƳŜƴǘǎΦ /Lwa ƳŀƪŜǎ ƴƻ ŎƭŀƛƳ ǘƻ ƻǿƴŜǊǎƘƛǇ ƻŦ 

funded inventions but does require that grantees report to the Institute on inventions made during the 

course of funded research. These reports must include details of patents filed and abandoned, all 

sources of funding that contributed to the invention, publications, and any licenses, MTAs or 

collaborative agreements. 

CIRM awardees are required to make reasonable efforts to commercialize CIRM-funded inventions, 

preferably through non-exclusive licensing. Exclusive licensing is permissible when exclusivity is believed 

to be an economic incentive necessary to achieve commercial development. Such arrangements require 

ǘƘŜ ƭƛŎŜƴǎƻǊ ǘƻ ǳƴŘŜǊǘŀƪŜ ŘǳŜ ŘƛƭƛƎŜƴŎŜ ƻƴ ǘƘŜ έReceptor Companyέ ǘƻ ŜƴǎǳǊŜ ǘƘŀǘ ǘƘŜȅ ŀǊŜ ŎŀǇŀōƭŜ ƻŦ 

effecting commercialization. Exclusive licenses must be justified to CIRM in writing and the agreements 

Ƴǳǎǘ Ŏƻƴǘŀƛƴ ǇŜǊŦƻǊƳŀƴŎŜ ǘŜǊƳǎ ǊŜƭŀǘŜŘ ǘƻ ǘƘŜ ƭƛŎŜƴǎŜŜΩǎ ŘŜǾŜƭƻǇƳŜƴǘ ƻŦ ǘƘŜ ǘŜŎƘƴƻƭƻƎȅΦ 

With respect to benefit to California, CIRM awardees are required to make published biomedical 

material freely available, or available at cost, to Californian researchers upon request. Awardees are also 

required to share a portion of any licensing revenues with the State of California. The proportion varies 

depending on the proportion of CIRM funding to the total funding that led to the development of the 

invention and to the total revenue collected by the awardee. Furthermore, prior to commercializing a 

drug that resulted from CIRM funding, awardees, or their exclusive licensees, must submit a plan to 

CIRM that details how uninsured Californians will access the drug, the pricing of which must be 

consistent with the terms of the California Discount Prescription Drug Program Finally, CIRM maintains 

March-in Rights, similar to those provided for under the Bayh-Dole Act, if the technology is not being 

commercialized appropriately or if certain terms of the CIRM funding agreement are not being adhered 

to. 

For a more detailed description of CIRM funding regulations as they relate to IP and commercialization, 

please see Appendix E or the CIRM website.[6] 

CCSIP Impact 

¶ Biomedical research tools funded by CIRM must be made available to Californian researchers 

for free or at cost. 

¶ Exclusive licenses to therapeutics developed using CIRM funding should state that a plan to 

                                                           
(6) http://www.cirm.ca.gov/reg/default.asp  

http://www.cirm.ca.gov/
http://en.wikipedia.org/wiki/California
http://en.wikipedia.org/wiki/Proposition_71
http://www.cirm.ca.gov/
http://www.cirm.ca.gov/reg/default.asp
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ensure access by for uninsured Californians to the resulting drugs must be submitted to CIRM 

prior to the commercialization of such drugs in California.. 

¶ CIRM retains March-in Rights, and can compel grantees to grant additional licenses if the 

institute feels that the technology is not being appropriately commercialized. 

¶ A portion of licensing revenues must be returned to the State of California. 

Policies of Major Funding Organizations  

The National Institute of Health  

The National Institute of Health όάNIHέύ ƛǎ ōƻǘƘ ŀ ŦŜŘŜǊŀƭ ǊŜǎŜŀǊŎƘ ƛƴǎǘƛǘǳǘƛƻƴ ŀƴŘ ŀ ŦŜŘŜǊŀƭ ŦǳƴŘƛƴƎ 

agency in the United States.  Hence intramural research conducted by the NIH is subject to the Federal 

Technology Transfer Act while extramural research funded by the NIH is subject to the Bayh-Dole Act. 

NIH funding agreements with foreign grant recipients contain substantially parallel rights and obligations 

to those provided for under the Bayh-Dole Act. Therefore Canadian NIH grantees can own any IP that 

arises out of the funded research but are subject to the other terms of the Act, including reporting 

requirements, the requirement to preferentially license to companies that will manufacture products in 

the U.S. and March-in Rights. A Canadian grantee is also subject to the reporting requirements on 

inventions and is required to comply with the other terms of the Bayh-Dole Act, as described above. 

In addition to the requirements mandated by federal law, the NIH also has its own set of funding 

policies,[7] and publishes Principles and Guidelines that provide guidance to the recipients of grant 

funding.[8] These guidelines provide that, to protect academic freedom, agreements that unduly limit 

collaboration, publication or the dissemination of NIH-funded research should not be entered into with 

third parties. The NIH also provides a considerable amount of guidance with respect to the use and 

dissemination of research tools and materials. The guidelines are intended to ensure that unique 

research tools are accessible in order to facilitate further biomedical research. The NIH defines research 

tools as including: cell lines, antibodies, reagents, animal models, combinatorial chemical libraries, 

ŎƭƻƴŜǎ ŀƴŘ ŎƭƻƴƛƴƎ ǘƻƻƭǎΣ ŀƴŘ ŘŀǘŀōŀǎŜǎ ŀƴŘ ŎƻƳǇǳǘŜǊ ǎƻŦǘǿŀǊŜΦ ¢ƘŜ ŀƎŜƴŎȅΩǎ ƎǳƛŘŜƭƛƴŜǎ ǎǘŀǘŜ ǘƘŀǘ 

research tools should not be patented unless further research or investment is necessary to foster their 

usefulness. Furthermore, widespread non-exclusive licensing is preferred as a mechanism for 

commercialization. Exclusive licensing to distributors, or in a particular field where the right to distribute 

is reserved by the licensor, is permissible. Institutions are encouraged not to overvalue research tools 

which could discourage their dissemination and use. 

Ultimately the NIH places the onus on the institution to appropriately manage interactions that have the 

potential to restrict the dissemination of research tools. Recipients of materials are expected not to 

agree to unreasonable terms in MTAs, though legitimate industry concerns should be considered. 
                                                           
(7) The complete set of NIH funding policies can be found at : http://grants.nih.gov/grants/policy/nihgps_2003/index.htm  
(8) ¢ƘŜ /ƻǳƴŎƛƭ ƻƴ DƻǾŜǊƴƳŜƴǘŀƭ wŜƭŀǘƛƻƴǎ Ƙŀǎ ǇǊƻǾƛŘŜŘ ŀ ǎǳƳƳŀǊȅ ƻŦ ǘƘŜ bLIΩǎ Principles and Guidelines. See 

http://www.cogr.edu/docs/ResearchTools.htm  

http://www.nih.gov/
http://grants.nih.gov/grants/policy/nihgps_2003/index.htm
http://142.103.216.210/ccsip/Documents/COGR/NIH_Research_Tools_Guidelines(2000).pdf
http://www.cogr.edu/docs/ResearchTools.htm
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CCSIP Impact 

NIH guidelines encourage non-exclusive licensing and dissemination of research tools. 

The Canadian Environment  

Lƴ нллс /ŀƴŀŘŀϥǎ Ǌŀǘƛƻ ƻŦ ƎǊƻǎǎ ŜȄǇŜƴŘƛǘǳǊŜǎ ƻƴ ǊŜǎŜŀǊŎƘ ŀƴŘ ŘŜǾŜƭƻǇƳŜƴǘ όάGERDέύ ŀǎ ŀ ǇŜǊŎŜƴǘŀƎŜ ƻŦ 

ƎǊƻǎǎ ŘƻƳŜǎǘƛŎ ǇǊƻŘǳŎǘ όάGDPέύ ǿŀǎ 1.94, well below the 2.62 ration of the U.S. and the OECD average 

of 2.25.[9] Despite lagging other countries in this regard, government support for R&D in Canada 

remains relatively strong, ranking first in the G7 in 2003 for public sector investment. The lag in R&D 

investment can ultimately be traced to the private sector, which invests substantially less in R&D in 

Canada than in the United States. In 2007 Canadian industry financed and performed 47.8% and 54.4% 

of all R&D, respectively. By comparison, during the same year, industry in the U.S. financed and 

performed 64.9% and 70.3% of all R&D, respectively.[10] In 2006 only 22 companies in Canada spent 

more than $100 million per year on R&D. Only a handful of Canadian companies rank well for R&D 

expenditures on a global scale. The federal government in Canada incentivizes research activities in the 

ǇǊƛǾŀǘŜ ǎŜŎǘƻǊ ǘƘǊƻǳƎƘ ǇǊƻƎǊŀƳǎ ǎǳŎƘ ŀǎ ǘƘŜ bŀǘƛƻƴŀƭ wŜǎŜŀǊŎƘ /ƻǳƴŎƛƭ ƻŦ /ŀƴŀŘŀΩǎ όάNRCέύ LƴŘǳǎǘǊȅ 

wŜǎŜŀǊŎƘ !ǎǎƛǎǘŀƴŎŜ tǊƻƎǊŀƳ όάIRAPέύΣ tǊŜŎŀǊƴΩǎ ¢-Gap program, and the Scientific Research and 

9ȄǇŜǊƛƳŜƴǘŀƭ 5ŜǾŜƭƻǇƳŜƴǘ όάSR&EDέύ ǘŀȄ ŎǊŜŘƛǘ ǇǊƻƎǊŀƳΦ LƴŘǳǎǘǊƛŀƭ ǊŜǎŜŀǊŎƘ ƛƴ /ŀƴŀŘŀ ƛǎ ŦƻŎǳǎŜŘ ƻƴ 

product development and process improvement, with only 4% of the total allocated to basic research. 

Overall, as compared to the U.S. and many other countries, the relative contribution of universities to 

/ŀƴŀŘŀΩǎ ƻǾŜǊŀƭƭ ǊŜǎŜŀǊŎƘ ŜŦŦƻǊǘ ƛǎ ƘƛƎƘ ŎƻƳǇŀǊŜŘ ǘƻ ǘƘŜ ŎƻƴǘǊƛōǳǘƛƻƴ ƻŦ ƛƴŘǳǎǘǊȅΦ Lƴ ǇŀǊǘ ǘƘƛǎ ƛǎ ŘǳŜ ǘƻ 

/ŀƴŀŘŀΩǎ ŜŎƻƴƻƳƛŎ ōŀǎŜ ōŜƛƴƎ ƛƴ ƴŀǘǳǊŀƭ ǊŜǎƻǳǊŎŜǎΣ ŀ ǎŜŎǘƻǊ ǿƘŜǊŜ ǊŜǎŜŀrch activities tend to be low. 

Canada also has a relatively high number of smaller companies that, as a group, do not tend to conduct 

as much research as larger companies.  

The responsibility for Canadian universities lies with provincial and territorial governments. There are 68 

universities in Canada, 13 of which are considered research intensive, 17 of medium size, and the 

remainder small. Research-ƛƴǘŜƴǎƛǾŜ ƛƴǎǘƛǘǳǘƛƻƴǎ ŀǊŜ ƎŜƴŜǊŀƭƭȅ ŦƻǳƴŘ ƛƴ /ŀƴŀŘŀΩǎ ƳŀƧƻǊ ƳŜǘǊƻǇƻƭƛǘŀƴ 

areas.[11] In 2006 only six Canadian institutions would have qualified to rank within the top 50 U.S. 

universities for research and development.  

The Diversity of Canadian Technology Transfer Practice 

As compared to the situation in the U.S., the federal government of Canada provides comparatively little 

direct oversight on technology transfer activities. Canada does not have a legislative equivalent to the 

Bayh-Dole Act and the lack of a nation-wide policy with respect to technology transfer practices has led 
                                                           
(9)The Association of Universities and Colleges of Canada Ƙŀǎ ǊŜŎŜƴǘƭȅ ǇǳōƭƛǎƘŜŘ ŀ ǊŜǇƻǊǘ ŜƴǘƛǘƭŜŘ άMomentum ς 2008 Report 

on University Research and Knowledge Mobilizationέ ǘƘŀǘ ŘŜǘŀƛƭǎ ǘƘŜ ǎŎƻǇŜ ƻŦ wϧ5 ƛƴ /ŀƴŀŘŀΦ 
(10) Main Science and Technology Indicators: 2008-1. Organization for Economic Co-operation and Development. April, 2008. 

 
(11) NSERC has provided a portrait of the Canadian R&D landscape, see: http://www.nserc-crsng.gc.ca/_doc/Reports-
Rapports/Consultations/GSCStructure/APortraitOfCanadianRandD_e.pdf  

http://www.aucc.ca/index_e.html
http://142.103.216.210/ccsip/Documents/AUCC/AUCC%20Momentum%20(2008).pdf
http://142.103.216.210/ccsip/Documents/AUCC/AUCC%20Momentum%20(2008).pdf
http://www.nserc-crsng.gc.ca/_doc/Reports-Rapports/Consultations/GSCStructure/APortraitOfCanadianRandD_e.pdf
http://www.nserc-crsng.gc.ca/_doc/Reports-Rapports/Consultations/GSCStructure/APortraitOfCanadianRandD_e.pdf
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to the development of an assortment of IP policies and practices across the spectrum of Canadian 

research institutions.[12] 

Canadian federal funding agencies, with the exception of the Canadian Institute of Health Research 

όάCIHRέύ ŀƴŘ bŜǘǿƻǊƪ /ŜƴǘǊŜǎ ƻŦ 9ȄŎŜƭƭŜƴŎŜ όάNCEέύΣ ǊŜǘŀƛƴ ƴƻ ƎŜneral reporting requirements with 

respect to inventions and do not have the capacity to take assignment of, or otherwise manage, IP. 

There are no direct counterparts in Canadian law or granting-council policies to the Bayh-5ƻƭŜ !ŎǘΩǎ 

requirements for institutional ownership of IP, manufacture in Canada, March-in Rights, or limitations 

on commercialization avenues. Though, as described below, a number of funding agencies do require 

that benefit-to-Canada is considered when commercializing resultant IP. In most cases, Canadian 

institutions can assign their rights in technologies to third parties, including the inventors of 

government-funded technology.  

Though there are numerous variations on these themes, there are three broad-types of IP ownership 

policies at Canadian research institutions: 

1. The Institution Owns the Intellectual Property 

9ŦŦŜŎǘƛǾŜƭȅ ŜǉǳƛǾŀƭŜƴǘ ǘƻ ǘƘŜ Lt ǇƻƭƛŎƛŜǎ ŀǘ ¦Φ{Φ ƛƴǎǘƛǘǳǘƛƻƴǎΣ ǳƴŘŜǊ /ŀƴŀŘƛŀƴ άƛƴǎǘƛǘǳǘƛƻƴ-ƻǿƴŜŘέ 

IP policies, a creator of IP is required to disclose and assign the ƛƴǾŜƴǘƛƻƴ ǘƻ ǘƘŜ ƛƴǎǘƛǘǳǘƛƻƴΩǎ 

technology transfer office. In most cases, this obligation is only triggered if the inventor desires 

to patent or otherwise commercialize the technology. Such policies generally apply to 

patentable inventions and software. The copyright ownership of Scholarly Works normally 

resides with the author(s). 

2. The Researcher Owns the Intellectual Property 

At many Canadian universities, in the absence of contractual obligations to the contrary, the 

ownership of inventions resides with the inventor/creator(s). In most cases the institution 

retains the non-exclusive, irrevocable, royalty-free, right to practice the invention for academic 

purposes. In recognition that many academic researchers are not commercially inclined or 

entrepreneuǊƛŀƭΣ ǊŜǎŜŀǊŎƘ ƛƴǎǘƛǘǳǘƛƻƴǎ ǘƘŀǘ ƘŀǾŜ ŀƴ ΨƛƴǾŜƴǘƻǊκŎǊŜŀǘƻǊ-ƻǿƴǎ LtΩ ǇƻƭƛŎȅ ǳǎǳŀƭƭȅ ǎǘƛƭƭ 

have a technology transfer office that inventors can elect to use for commercialization. If an 

inventor elects to commercialize his/her technology through the institutional technology 

transfer office, most institutions, but not all, require them to assign his/her rights to the 

ƛƴǎǘƛǘǳǘƛƻƴ ƛƴ ǊŜǘǳǊƴ ŦƻǊ ŀ ǎƘŀǊŜ ƻŦ ǎǳōǎŜǉǳŜƴǘ ǊŜǾŜƴǳŜΦ {ŜǾŜǊŀƭ ΨǊŜǎŜŀǊŎƘŜǊ-ƻǿƴŜŘΩ ƛƴǎǘƛǘǳǘƛƻƴǎ 

require that inventors who elect not to use their technology transfer office still disclose the 

invention to the institution and share the proceeds of commercialization. Revenue sharing 

                                                           
(12) Several reports on the diversity of IP policies at Canadian academic institutions have been prepared, see for example: 
Ownership of IP in Canadian Universities, Bereskin and Parr (1998); Survey Report on Royalty Rates and Policies Resulting From 
Commercialization of Technology, TRIUMF (2006).  

 

http://142.103.216.210/ccsip/Documents/Canadian%20IP%20Policy%20Report%20-%20TRIUMF(2006).pdf
http://142.103.216.210/ccsip/Documents/Canadian%20IP%20Policy%20Report%20-%20TRIUMF(2006).pdf


20 | P a g e 

 

between the inventor and the institution may vary greatly depending on the specific 

institutional policies and the circumstances surrounding the invention. 

3. A Third-Party Owns the Intellectual Property 

¢Ƙƛǎ ƛǎ ŀǎǎƻŎƛŀǘŜŘ ǿƛǘƘ ōƻǘƘ ǘƘŜ Ψƛƴǎǘƛǘǳǘƛƻƴ-ƻǿƴŜŘΩ ŀƴŘ ΨǊŜǎŜŀǊŎƘ-ƻǿƴŜŘΩ Lt ƳƻŘŜƭǎΣ ǿƛǘƘ ǘƘŜ 

twist that assignment of IP is not ultimately to the institution but to a separate organization that 

is set-up to manage and commercialize such IP. These third party organizations may exclusively 

manage the IP of their associated research institution (or group of institutions) or they might 

have the ability to also manage externally generated, non-academic, IP. 

In addition to differing IP policies, there are marked differences between the organizational structures 

within Canadian institutions. Many Canadian university technology transfer offices operate as a division 

of the university within the portfolio of the Vice President of Research. Unlike most U.S. institutions, 

many of these internal technology transfer offices also manage research contracts with industry. Several 

Canadian universities have created wholly-owned corporations to manage their patenting and licensing 

activities. 

The Canadian government also operates federal research institutes through the National Research 

Council (NRC) and other federal agencies such as Agriculture and Agri-Food Canada, National Resources 

Canada, and Environment Canada. By way of example, the NRC is composed of over 20 institutes and 

national programs, spanning a wide variety of disciplines and offering a broad array of services.[13] 

Within the NRC, each institute has a front office for interfacing with industry and university partners, 

while relying on specialist legal and IP support from the main office in Ottawa. IP developed by federal 

laboratories is owned by the Canadian government, often through the agency that developed the 

technology, and is made available for commercial licensing. 

 

CCSIP Impact 

¶ There are a diversity of IP policies at Canadian institutions, where either or both the 

institution or the creator of IP may hold title. When structuring a collaborative research 

agreement with Canadian research institutions it is advisable, when reasonably possible, to 

compel researchers to assign their IP to their institution to avoid issues related to the 

fragmentation of IP ownership (see the section in Chapter 3 relating to the rights of co-

owners in U.S. and Canadian pŀǘŜƴǘǎύΦ ¢Ƙƛǎ ƳŀƪŜǎ ǘƘŜ Lt ƳƻǊŜ άƛƴǾŜǎǘŀōƭŜέ ōȅ providing 

clarity to the ownership of IP and reducing the risk of conflicting third-party IP ownership 

issues. 

¶ Canadian institutions are capable of assigning IP to external parties or to inventors. 

                                                           
(13) For a complete list of NRC Institutes see: http://www.nrc -cnrc.gc.ca/institutes/index_e.html  

http://www.nrc-cnrc.gc.ca/institutes/index_e.html
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Canadian Federal Laws 

Canadian Export Controls 

Canadian export control laws are very similar to their U.S. counterparts. The laws are administered 

under the authority of the Exporǘ ŀƴŘ LƳǇƻǊǘ tŜǊƳƛǘǎ !Ŏǘ όάEIPAέύ ŀƴŘ ŀǊŜ ŀŘƳƛƴƛǎǘŜǊŜŘ ōȅ ǘƘŜ 9ȄǇƻǊǘ 

ŀƴŘ LƳǇƻǊǘ /ƻƴǘǊƻƭǎ .ǳǊŜŀǳ ƻŦ όάEICBέύ ƻŦ ǘƘŜ 5ŜǇŀǊǘƳŜƴǘ ƻŦ CƻǊŜƛƎƴ !ŦŦŀƛǊǎ ŀƴŘ LƴǘŜǊƴŀǘƛƻƴŀƭ ¢ǊŀŘŜ 

όάDFAITέύΦ 9Lt! ŜǎǘŀōƭƛǎƘŜǎΣ ŀƳƻƴƎǎǘ ƻǘƘŜǊ ǘƘƛƴƎǎΣ ŀƴ 9ȄǇƻǊǘ /ƻƴǘǊƻƭ [ƛǎǘ όάECLέύΣ ǿƘƛŎh is a list of goods 

that require an export permit.[14] Under special bilateral agreements between the U.S. and Canada, 

export permits are not usually required for ECL items when shipped for use in the United States. 

Canadian export control regulations are focused on the shipment of goods and exclude Deemed Export 

restrictions with regard to disclosure of information to foreign nationals on Canadian soil. There is 

therefore no equivalent to the fundamental research exception found in U.S. export control law. In 

practice, export controls are in most cases are not a concern for Canadian institutions when negotiating 

collaborative research agreements or commercialization agreements.[15] 

CǳǊǘƘŜǊ ƛƴŦƻǊƳŀǘƛƻƴ ƻƴ /ŀƴŀŘŀΩǎ ŜȄǇƻǊǘ ŎƻƴǘǊƻƭ ƭŀǿǎ Ŏŀƴ ōŜ ŦƻǳƴŘ ƛƴ άA Guide to Canada's Export 

ControlsϦ ŀƴŘ ǘƘŜ άExport Control Handbookέ 

Federal Tax Incentives for Research and Development 

¢ƘŜ {ŎƛŜƴǘƛŦƛŎ wŜǎŜŀǊŎƘ ŀƴŘ 9ȄǇŜǊƛƳŜƴǘŀƭ 5ŜǾŜƭƻǇƳŜƴǘ όάSR&EDέύ ƛǎ ǘƘŜ /ŀƴŀŘƛŀƴ CŜŘŜǊŀƭ ǇǊƻƎǊŀƳ 

designed to encourage businesses, including small and start-up companies, to work towards advancing 

technology to develop new or improved products and processes.[16] 

SR&ED provides companies with tax credits for eligible expenditures incurred in Canada for R&D 

ŀŎǘƛǾƛǘƛŜǎΦ /ƻƳǇŀƴƛŜǎ ǉǳŀƭƛŦȅƛƴƎ ŀǎ ŀ /ŀƴŀŘƛŀƴ /ƻƴǘǊƻƭƭŜŘ tǊƛǾŀǘŜ /ƻǊǇƻǊŀǘƛƻƴ όάCCPCέύ Ŏŀƴ ǊŜŎŜƛǾŜ ŀ 

35% investment tax credit on up to $2 million of qualified expenditures and 20% of qualified 

ŜȄǇŜƴŘƛǘǳǊŜǎ ǘƘŀǘ ŀǊŜ ƴƻǘ ŜƭƛƎƛōƭŜ ŦƻǊ ǘƘŜ ор҈ ǊŀǘŜΦ ¢ƘŜ ǘŀȄ ŎǊŜŘƛǘ ƛǎ ŀƭǎƻ ǊŜŦǳƴŘŀōƭŜ ŦƻǊ //t/ΩǎΣ ǿƘƛŎƘ 

means that even if the company is not profitable it will still receive a cash refund from engaging in R&D. 

Non-//t/Ωǎ ŀǊŜ ƻƴƭȅ ŜƭƛƎƛōƭŜ ǘƻ ǊŜŎŜƛǾŜ ƴƻƴ-refundable tax credits for 20% of qualified expenditures. 

Canadian Provincial Laws  

Indemnity 

Many Canadian provinces restrict the ability of provincial organizations to grant indemnities to third 

parties. The effect of this on research institutions varies on a province by province basis. For example, in 

                                                           
(14) The ECL is broken up into 8 categories: Dual Use Technologies, Munitions, Nuclear Non-Proliferation, Nuclear Related Dual 
Use, Miscellaneous Goods, Missile Technology, Chemical and Biological Weapon Non-Proliferation, and Chemicals for the 
Production of Illicit Drugs. 
(15) /ŀƴŀŘŀΩǎ LƴǘŜǊƴŀǘƛƻƴŀƭ ¢ŜŎƘƴƻƭƻƎy Transfer Restrictions http://www.blakes.com/english/view_disc.asp?ID=1441  
(16) For further details see http://www.cra-arc.gc.ca/sred/  

http://142.103.216.210/ccsip/Documents/DFAIT/A%20Guide%20to%20Canadian%20Export%20Controls(2006).pdf
http://142.103.216.210/ccsip/Documents/DFAIT/A%20Guide%20to%20Canadian%20Export%20Controls(2006).pdf
http://142.103.216.210/ccsip/Documents/DFAIT/Export%20Control%20Handbook(2009).pdf
http://www.blakes.com/english/view_disc.asp?ID=1441
http://www.cra-arc.gc.ca/sred/
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.ǊƛǘƛǎƘ /ƻƭǳƳōƛŀ όά./έύ ǘƘŜ ./ CƛƴŀƴŎƛŀƭ !ŘƳƛƴƛǎǘǊŀǘƛƻƴ !ŎǘΣ ǘƘǊƻǳƎƘ ǘƘŜ Guarantees and Indemnities 

Regulation, precludes BC-based universities from granting indemnities without prior written ministerial 

approval. The administrative burden of obtaining ministerial approval is simply too high for BC 

universities to consider applying for such approval for individual research contracts.  

In the province of Quebec, which follows a civil law tradition for private law rather than the common 

law tradition followed in the rest of Canada, the situation is similar, though whether a university may 

grant an indemnity without prior ministerial approval depends on the nature of the indemnity. In this 

ǊŜƎŀǊŘΣ ŀƴ ƛƴŘŜƳƴƛǘȅ ǿƘƛŎƘ ƛǎ άgreater than 365 days and whose total amount exceeds the lesser of 

$5,000,000 or 5% of the operating expenditures of the most recently completed fiscal year of the 

universityέ will require authorization from vǳŜōŜŎΩǎ Minister of Education and the Minister of Finance.  

CCSIP Impact: 

Many Canadian institutions, in accordance with the relevant provincial laws, may be legally 

precluded from providing any sort of indemnity to research or commercial partners.   

Tax Incentives for IP Commercialization 

¦ƴŘŜǊ ǘƘŜ .ǊƛǘƛǎƘ /ƻƭǳƳōƛŀ όά./έύ LƴǾŜǎǘƳŜƴǘ ¢ŀȄ /ǊŜŘƛǘ tǊƻƎǊŀƳΣ ŜƭƛƎƛōƭŜ ŎƻǊǇƻǊŀǘƛƻƴǎ Ŏŀƴ ǘŀƪŜ ŀ мл҈ 

tax credit against BC provincial income tax in addition to receiving Federal SR&ED credits. Similar to the 

{wϧ95 ǇǊƻƎǊŀƳΣ //t/Ωǎ ŀǊŜ ŜƭƛƎƛōƭŜ ŦƻǊ ǊŜŦǳƴŘǎ ǿƘƛƭŜ ƴƻƴ //t/Ωǎ Ƴǳǎǘ ŀǇǇƭȅ ŎǊŜŘƛǘǎ ŀƎŀƛƴǎǘ ǘŀȄŜǎ 

payable. The International Financial Activity Act in British Columbia provides eligible corporations with a 

100% refund on BC income tax paid on income that is related to the corporations international financial 

activities conducted in BC.[17] In 2006 this Act was expanded to grant corporations a 75% provincial tax 

refund on income derived from (i) selling, assigning, or licensing certain eligible patents to a non-

resident, or (ii) income from the sale of goods or services to a non-resident where the revenue is derived 

from an eligible patent owned by the corporation. Eligible patents are determined by their International 

Patent Classification, and include patents related to therapeutics, diagnostics, biological water 

treatment and organic chemistry. 

In December 2008, Ontario passed into law Bill 100, or the Ideas for the Future Act,[18] which awards 

advanced health technologies, bioeconomy, telecommunications, computer and digital technologies 

that are based on (inter alia, generates over 50% of its revenues from) eligible Canadian IP arising from 

research institutions and universities a 10-year tax exemption.  

                                                           
(17) See http://www.sbr.gov.bc.ca/individuals/income_taxes/International_Financial_Activity/ifa.htm  

(18) See: http://www.ontla.on.ca/web/bills/bills_detail.do?locale=en&BillID=2058  

http://www.ontla.on.ca/web/bills/bills_detail.do?locale=en&BillID=2058
http://www.sbr.gov.bc.ca/individuals/income_taxes/International_Financial_Activity/ifa.htm
http://www.ontla.on.ca/web/bills/bills_detail.do?locale=en&BillID=2058
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Similarly, in the March 2009 Quebec provincial budget, a similar 10-year IP tax exemption initiative has 

been included for eligible Canadian IP arising from Quebec based universities and research 

institutions.[19][20] 

CCSIP Impact: 

¶ Life Science start-up companies based in British Columbia should review the potential for 

gaining a provincial tax refund on their activities.  

¶ For start-up companies based in Ontario or Quebec that license-in IP from Canadian universities 

and research institutions, the Quebec and Ontario IP tax holiday initiatives should be consulted 

to confirm whether or not such companies may qualify. 

Policies of Major Funding Organizations ɀ Benefit to Canada Requirements  

Tri-Council Funding  

There is no legal requirement for Canadian research institutions to seek Canadian licensees for their 

technologies on a preferred basis. However, implicit requirements to seek Canadian licensees are often 

ŦƻǳƴŘ ƛƴ ǘƘŜ άōŜƴŜŦƛǘ-to-/ŀƴŀŘŀέ ǘŜǊƳǎ ǿƛǘƘƛƴ ŦǳƴŘƛƴƎ ŀƎǊŜŜƳŜƴǘǎ ŦǊƻƳ ŦŜŘŜǊŀƭ and provincial granting 

agencies. The majority of federally-derived research funding in Canada is awarded by the tri-council 

agencies of the Natural Science and Engineering Research Council of Canada όάNSERCέύΣ ǘƘŜ Canadian 

Institute of Health Research όάCIHRέύ ŀƴŘ ǘƘŜ Social Sciences and Humanities Research Council 

όάSSHRCέύΦ 

As noted above, the tri-council agencies do not retain or claim any ownership of, or exploitation rights 

to, IP developed with grant funds, with institutional policy determining such ownership. NSERC has 

recently updated their IP Policy,[21] which now states that with regard to commercialization of NSERC 

funded technology and the IP agreements related to such: 

1. Every effort must be made to deliver the maximum benefit to Canada, which is defined as 
incremental Canadian economic activity and improved quality of life in Canada. In general the 
industrial expansion or economic activity should occur within Canada. Where there are no 
opportunities for commercialization within Canada, then the IP should be exploited in such a 
way that substantial benefits will still accrue to Canada. There should be a requirement to 
diligently develop and exploit the IP within an appropriate timeframe. 

2. ¢ƘŜ Lt ŀǎǎŜǘǎ ƻŦ ŀƭƭ ǇŀǊǘƛŎƛǇŀƴǘǎ Ƴǳǎǘ ōŜ ǊŜǎǇŜŎǘŜŘΦ ! ǇŀǊǘƴŜǊΩǎ ǇǊƻǇǊƛŜǘŀǊȅ ŘŀǘŀΣ ŎƻƳƳŜǊŎƛŀƭƭȅ 
sensitive information and potentially valuable results or ideas must be protected from 
unauthorized, inadvertent or untimely disclosure. 

                                                           
(19) See: http://www.budget.finances.gouv.qc.ca/Budget/2009-2010/en/documents/index.asp  
(20) For a list of provincial tax credit programs in Canada see: http://www.therndteam.com/public/html2/provincial.htm  
(21) See: http://www.nserc-crsng.gc.ca/_doc/Policy-Politique_eng.pdf  

http://www.budget.finances.gouv.qc.ca/Budget/2009-2010/en/documents/index.asp
http://www.nserc-crsng.gc.ca/index_eng.asp
http://www.cihr-irsc.gc.ca/e/193.html
http://www.cihr-irsc.gc.ca/e/193.html
http://www.sshrc.ca/site/home-accueil-eng.aspx
http://www.sshrc.ca/site/home-accueil-eng.aspx
http://www.budget.finances.gouv.qc.ca/Budget/2009-2010/en/documents/index.asp
http://www.therndteam.com/public/html2/provincial.htm
http://www.nserc-crsng.gc.ca/_doc/Policy-Politique_eng.pdf
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3. The results must be publishable in the open literature.  NSERC does not support secret or 
classified research. In order to secure IP protection, a maximum delay of six months is permitted 
ǿƘŜƴ ǎǳōƳƛǘǘƛƴƎ ǇŀǇŜǊǎ ŦƻǊ ǇǳōƭƛŎŀǘƛƻƴΦ bƻ ǇǳōƭƛŎŀǘƛƻƴ ǎƘƻǳƭŘ ŜȄǇƻǎŜ ŀ ǇŀǊǘƴŜǊΩǎ ǇǊƻǇǊƛŜǘŀǊȅ 
information. 

4. No delay is permitted for the defence of a student thesis. 

5. The university/college and its researchers must retain the right to use the knowledge or IP 
generated for non-commercial purposes in future research and in teaching. Where appropriate 
and with the agreement of all participants, consideration should be given to extending those 
rights to all university/college researchers. 

Network Centres of Excellence  

Networks of Centres of Excellence όάNCEέύ ŀǊŜ ŀ /ŀƴŀŘƛŀƴ ƎƻǾŜǊƴƳŜƴǘ ƛƴƛǘƛŀǘƛǾŜ ǳƴŘŜǊ ǘƘŜ ǘǊƛ-councils 

and Industry Canada that is designed to bring together excellence in research and creativity across the 

country. The objective of these networks is to turn Canadian research and entrepreneurial talent into 

economic and social benefits for all Canadians, through an interdisciplinary, multi-sectoral model. There 

are currently 18 NCEs across Canada.[22] In many cases these have formed their own technology 

transfer and commercialization groups to manage the complex issues that arise from multi-centre 

research efforts. IP arising from NCE-funded research must be disclosed to the host NCE. The disposition 

ƻŦ ǘƘŜ Lt ƛǎ ƎƻǾŜǊƴŜŘ ōȅ ǘƘŜ ƴŜǘǿƻǊƪΩǎ ŀƎǊŜŜƳŜƴǘΣ ǘƻ ǿƘƛŎƘ ǇŀǊǘƛŎƛǇŀƴǘ ǳƴƛǾŜǊǎƛǘƛŜǎ ŀǊŜ ǎƛƎƴŀǘƻǊƛŜǎΦ  

It is an objective of the NCE initiative to advance Canadian economic and social development; therefore, 

NCE funding requires that efforts are made to ensure that the research outputs are exploited in Canada 

for the benefit of Canadians.[23] This is defined as providing incremental economic activity (the creation 

of high quality jobs in Canada) and an improved quality of life. Network participants are expected to 

exercise reasonable and thorough due diligence to maximize benefits to Canada. In determining the 

appropriate route for commercialization, participants are required to consider licensing to existing 

Canadian companies or to foreign companies that have significant joint ventures or strategic alliances 

with companies in Canada. Further development or manufacturing in Canada by a foreign company is 

also acceptable. Failure to adhere to these guidelines, for instance in the exclusive licensing to a foreign 

company, will require the commercializing party to report the decision and the circumstances that led to 

ƛǘ ǘƻ ǘƘŜ b/9Ωǎ .ƻŀǊŘ ƻŦ 5ƛǊŜŎǘƻǊǎΦ {ŀƴŎǘƛƻƴǎ Ƴŀȅ ōŜ ƛƳǇƻǎŜŘ ƛŦ ƛƴǎǳŦŦƛŎƛŜƴǘ ŘǳŜ ŘƛƭƛƎŜƴŎŜ ƛǎ ŘŜŜƳŜŘ ǘƻ 

have been undertaken. 

Recently the NCEs spawned the Centres of Excellence for Commercialization and Research  όάCECRέύ ǘƻ 

create world-class centres for the advancement of research and facilitation of commercialization for 

technologies, products and services. There are currently 18 of these centres across Canada, operating in 

ǇǊƛƻǊƛǘȅ ŀǊŜŀǎ ƻŦ ǘƘŜ /ŀƴŀŘƛŀƴ ƎƻǾŜǊƴƳŜƴǘΩǎ {ŎƛŜƴŎŜ ŀƴŘ ¢ŜŎƘƴƻƭƻƎȅ {ǘǊŀǘŜƎȅΥ ƘŜŀƭǘƘΣ ƛƴŦƻǊƳŀǘƛƻƴ ŀƴŘ 

communications technology, environment, and energy and natural resources. Funding has been 

provided to these centres based on their projected ability to create, grow and retain Canadian 

                                                           
(22) For a list of currently funded networks see : http://www.nce.gc.ca/nets_e.htm 
(23) See: http://www.nce.gc.ca/comp/programguide-b_e.htm  

http://www.nce.gc.ca/
http://www.nce.gc.ca/cecrs_e.htm
http://www.nce.gc.ca/nets_e.htm
http://www.nce.gc.ca/comp/programguide-b_e.htm
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companies that can capture new markets with breakthrough innovations; and evidence that the centre 

will accelerate the commercialization of leading edge technologies, goods, and services in priority areas. 

Other Canadian Funding Agencies  

Other major funders of academic research in Canada include the Canada Foundation for Innovation 

όάCFIέύΣ ǿƘƛŎƘ ƛǎ ŀƴ ƛƴŘŜǇŜƴŘŜƴǘ ŎƻǊǇƻǊŀǘƛƻƴ ǎŜǘ ǳǇ ōȅ ǘƘŜ /ŀƴŀŘƛŀƴ DƻǾŜǊƴƳŜƴǘ ǘƻ ŦǳƴŘ ǊŜǎŜŀǊŎƘ 

infrastructure, such as buildings, equipment etc., and Genome CanadaΣ ǿƘƛŎƘ ƛǎ ƳŀƴŘŀǘŜŘ ǘƻ άŘŜǾŜƭƻǇ 

and implement a national strategy in genomics and proteomics research for the benefit of all Canadians 

in key selected areas such as agriculture, environment, fisheries, forestry, health and new technology 

ŘŜǾŜƭƻǇƳŜƴǘέΦ  

Sustainable Development Technology Canada όάSDTCέύ ƛǎ ŀ ŦƻǳƴŘŀǘƛƻƴ ǎŜǘ ǳǇ ŀǘ ŀǊƳΩǎ ƭŜƴƎǘƘ ŦǊƻƳ ǘƘŜ 

Canadian Government to fund the development of innovative technological solutions to address climate 

change, air quality, clean water, and clean soil, with the goal of creating a healthy environment and a 

high quality of life for all Canadians. To benefit from SDTC funding, the recipient must contractually 

agree to use commercially reasonably efforts to ensure that the IP and technology that relates to the 

funded project, including products and services, are made commercially available for the benefit of 

Canadians. 

The NRC IRAP offers provides non-repayable contributions to Canadian small to medium sized 

enterprises interested in growing by using technology to commercialize services, products and processes 

in Canadian and international markets. {a9Ωǎ ǘƘŀǘ ŀŎŎŜǇǘ bw/ Lw!t ŦǳƴŘƛƴƎ Ƴǳǎǘ endeavour to exploit 

the results of the work to the public benefit of Canada and must obtain NRC's prior written consent to: 

1. Enter into any third party agreement that may limit the company's control of the IP, including 

amalgamation or merger with another entity; 

2. Manufacture or cause the manufacture outside of Canada of any products, services or processes 

that incorporate the IP; 

3. Sell or otherwise dispose of the IP to any person or entity outside of Canada; and 

4. License the IP for the purpose of manufacturing or producing outside of Canada of any products 

or services that incorporate the IP. 

Provincial governments and regional federal government departments (e.g. Western Economic 

Diversification, Atlantic Canada Opportunities Agency) are also major funders of research. Research 

agreements with these agencies often stipulate that commercialization efforts will be prioritized in the 

province or region. 

Summary  

The following table summarizes the cross-border issues that should be considered depending on the 

nature of the parties to the cross-border research collaboration or the funding sources involved 

http://www.innovation.ca/en
http://www.innovation.ca/en
http://www.genomecanada.ca/
http://www.sdtc.ca/
http://irap-pari.nrc-cnrc.gc.ca/
http://www.wd.gc.ca/
http://www.wd.gc.ca/
http://www.acoa.ca/
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 Federal 

Departments 

Involved 

U.S. 

Federal 

Funding 

Involved 

U.S. Federal 

Laboratories 

Involved 

U.S. 

University 

Involved 

CIRM 

Funding 

Involved 

NIH 

Funding 

Involved 

Canadian 

Funding 

Involved 

No arbitration for dispute resolution         
No assignment of IP        
March-In Rights        
U.S. manufacturing        
Small entities preferred        
Confirmatory license to U.S. Govt.        
Licensing to U.S. companies 

preferred 
       

No restrictions on publication rights         
No pre-negotiation of license terms        
Access for uninsured Californians        
Access for Californian researchers        
Non-excl. licensing of research tools        
Benefit to Canada required        
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Chapter 2: COMPARISON OF IP LAWS IN CALIFORNIA 

(U.S.) AND CANADA 

This chapter discusses the some of the differences between U.S. and Canadian intellectual property 

legislation[1] that may be relevant when contemplating a cross-border research collaboration or 

structuring agreements to facilitate the collaboration or commercialize the results. It is not a definitive 

guide to filing, prosecuting, and maintaining patent protection in either jurisdiction. This chapter should 

not be construed as legal advice and consultation with qualified legal counsel is strongly recommended. 

Introduction  

As signatories to the Paris and Berne Conventions, the IP laws of the U.S. and Canada have much in 

common. There are, however, several materially different and important aspects of patent, copyright 

and trade secret law that need to be considered when structuring and undertaking a cross-border 

research endeavour.  

The United States Constitution (1787), Article 1, Section 8, Clause 8, (known as the Intellectual Property 

/ƭŀǳǎŜύ ƛǎ ǘƘŜ ŦƻǳƴŘŀǘƛƻƴ ƻŦ ¦{ ǇŀǘŜƴǘ ƭŀǿΣ ŀƴŘ ƛǘ ŜƳǇƻǿŜǊǎ ǘƘŜ ¦ƴƛǘŜŘ {ǘŀǘŜǎ /ƻƴƎǊŜǎǎ ά To promote 

the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the 

exclusive Right to their respective Writings and DiscoveriesΦέ  ¢ƘŜ ŦƛǊǎǘ ¦{ tŀǘŜƴǘ !Ŏǘ ǿŀǎ ŘǊŀŦǘŜŘ ƛƴ мтфлΣ 

and thereafter amended. 

In Canada, authority for patents was granted to the federal government under the British North America 

Act, 1867, when Canada was constituted.  The first Canadian Patent Act was enacted in 1869, being 

modeled after the US Patent Act, 1790.   

In the U.S., patents are issued and administered by the U.S. Patent and Trademark Office (άUSPTOέ), 

whereas in Canada this is done by the Canadian Intellectual Property Office (άCIPOέ). The differences 

between U.S. and Canadian patent law outlined in this chapter apply regardless of the nationality or the 

residency of the patent applicant. A Canadian entity applying for a U.S. patent is subject to USPTO rules 

and a U.S. entity applying for a Canadian patent is subject to CIPO rules. 

Patents  

¢ƘŜ ¦{t¢h ŀƴŘ /Lth ƘŀǾŜ ǊŜŎŜƴǘƭȅ ŜȄǘŜƴŘŜŘ ŀ ǘǊƛŀƭ ƛƴƛǘƛŀǘƛǾŜ ŜƴǘƛǘƭŜŘ άThe Patent Prosecution Highway 

("PPH")έ to the end of 2011.[2] The PPH trial provides a means to significantly accelerate the 

examination of patent applications in one jurisdiction if examination work has already been conducted 

by the IP office of the other jurisdiction. For example, under PPH agreements, if claims of an application 

have been found to be acceptable by CIPO, an accelerated examination can be requested at the USPTO. 

                                                           
(1) Other summaries of this subject matter have been prepared, see for example: 
http://www.gowlings.com/resources/publications.asp?pubid=1534  
(2) For more details see http://www.cipo.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr01221.html 

http://www.uspto.gov/
http://www.cipo.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/Home
http://142.103.216.210/ccsip/Documents/CIPO/Patent_Prosecution_Highway.pdf.pdf
http://142.103.216.210/ccsip/Documents/CIPO/Patent_Prosecution_Highway.pdf.pdf
http://www.gowlings.com/resources/publications.asp?pubid=1534
http://www.cipo.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr01221.html
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First to File vs. First to Invent 

Canada, like most ŎƻǳƴǘǊƛŜǎΣ ƻǇŜǊŀǘŜǎ ƻƴ ŀ άŦƛǊǎǘ-to-ŦƛƭŜέ ōŀǎƛǎ ǿƘŜƴ ƛǘ ŎƻƳŜǎ ǘƻ ŘŜǘŜǊƳƛƴƛƴƎ ǇǊƛƻǊƛǘȅ ŦƻǊ 

patent applications. Under a first-to-file system, the right to the grant of a patent for a given invention 

lies with the first person to file a patent application for protection of that invention, regardless of the 

date of the actual invention.  

The U.S. currently uses a άfirst-to-inventέ system for determining patent priority, although this is 

expected to change in the near future όǎŜŜ ά¢ƘŜ όtǊƻǇƻǎŜŘύ !ƳŜǊƛŎŀ LƴǾŜƴǘΩǎ !Ŏǘ - tǊƛƻǊƛǘȅέ ƛƴǎŜǘύ. 

Invention in the U.S. is generally defined to comprise two steps: (i) conception of the invention and (ii) 

reduction to practice of the invention. The date of invention is the date that the invention was 

conceived. However, in order to rely on this date of conception, the inventor must also diligently reduce 

the invention to practice (by filing a patent application, by practicing the invention, by submitting the 

invention to an institutional technology transfer office and filing promptly, etc). Thus, provided an 

inventor is diligent in reducing an application to practice, he or she will be the first inventor and the 

inventor entitled to a patent, even if someone else files a patent application first. This said, the first 

applicant to file has the prima facie right to the grant of a patent. Should a second patent application be 

filed for the same invention, the second applicant can institute interference proceedings to determine 

who was the first inventor and, therefore, who is entitled to the grant of the patent.  

In practice, the distinction between these two concepts, while real, is not particularly material in most 

cases for inventions that have commercial application outside North America, due to the requirement in 

Ƴƻǎǘ ŎƻǳƴǘǊƛŜǎ ŦƻǊ άŀōǎƻƭǳǘŜ ƴƻǾŜƭǘȅέ όƴƻ ǇǳōƭƛŎ ŘƛǎŎƭƻǎǳǊŜ ƻǊ ǎŀƭŜ ōŜŦƻǊŜ ŦƛƭƛƴƎύ ǘƻ ōŜ ŀōƭŜ ǘƻ ƻōǘŀƛƴ 

patent protection.   

Given the fact that the market for the majority of potential products is significantly larger in the U.S., as 

compared to Canada, it is important for researchers on both sides of the border to ensure that they 

have a solid basis for claiming priority to their patent applications in the United States. Interference 

proceedings are expensive and time-consuming. For this reason, U.S. patent counsel typically 

recommends filing patent applications as soon as possible.  

The (Proposed) America Invents Act - Priority 

Both the U.S. House of Representatives and the U.S. Senate have developed similar bills on patent 

reform in the United States.  As of August 12, 2011, indications are that, once the differences between 

the two versions of the bill are reconciled, the U.S. President will sign them into law. When passed, the 

America Inveƴǘǎ !Ŏǘ ǿƛƭƭ ǘǊŀƴǎƛǘƛƻƴ ¦Φ{Φ ǇŀǘŜƴǘ ǇǊƛƻǊƛǘȅ ŦǊƻƳ ǘƘŜ ŎǳǊǊŜƴǘ άŦƛǊǎǘ-to-inventέ ǎȅǎǘŜƳ ǘƻ ǘƘŜ 

ƳƻǊŜ ǘȅǇƛŎŀƭ όƛƴ ƻǘƘŜǊ ƧǳǊƛǎŘƛŎǘƛƻƴǎύ άŦƛǊǎǘ-to-fileέ ǎȅǎǘŜƳΦ Φ ¢Ƙƛǎ ŎƘŀƴƎŜ ƛƴ ǎȅǎǘŜƳ may also have 

implications with respect to, at least, interference proceedings and the grace period available in the 

¦Φ{ΦΣ ǇƭŜŀǎŜ ǎŜŜ ǘƘŜ ƛƴǎŜǘ ά¢ƘŜ όtǊƻǇƻǎŜŘύ !ƳŜǊƛŎŀ LƴǾŜƴǘǎ !Ŏǘ ς DǊŀŎŜ tŜǊƛƻŘέ ƛƴ ǘƘŜ ǊŜƭŜǾŀƴǘ ǎŜŎǘƛƻƴ 

below.  There may well also be a transition or phase-in period for inventors to manage. 

 

http://en.wikipedia.org/wiki/Prima_facie
http://en.wikipedia.org/wiki/Interference_proceedings
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In the event of an interference proceeding, the parties will be required to provide a preponderance of 

evidence to support their claim to the earliest conception and reduction to practice of the invention. 

This places the onus on the inventors of the technology to keep accurate records of their discovery, 

typically annotated laboratory notebooks, both when the idea was conceived and when the invention 

was first constructed and tested. Several guidelines for keeping laboratory notebooks have been 

published (see Appendix F). 

Briefly, lab-books should: 

¶ Be sufficiently detailed to allow someone skilled in the art to reproduce the work performed and 

to understand the motivations of the researchers, what experiments were performed by whom, 

and what the results and conclusions were. Raw data should be included in the lab-book where 

possible or, if not feasible, appropriately referenced and stored. 

¶ Be bound and all entries made legibly in ink or other permanent medium. Entries should be 

consecutive (no skipped pages) and should not be erased or otherwise rendered illegible. Entries 

in the lab book should be dated and periodically witnessed by a colleague who is competent in 

the art yet not a co-inventor. 

¶ Be retained by the relevant laboratory and not by the researcher. 

 

CCSIP Impact 

¶ Ensure that accurate and informative laboratory notebooks are maintained to clearly 

establish dates of conception and reduction to practice, in case of interference proceedings 

in the United States. 

¶ File patents as early as possible to ensure that a priority date is established in Canada and 

the United States. 

Rights for Joint Patent Owners in the U.S. and Canada 

In both the U.S. and Canada, patent owners can only assert their patent rights to prevent non-patent 

owners from using their invention. Therefore, in the case of jointly-owned patents, either party may use 

the invention without fear of litigation. However, the jurisdictions differ when it comes to the rights 

afforded to co-owners when they establish a relationship with third parties.[3]  

According to U.S. ǇŀǘŜƴǘ ƭŀǿ άƛƴ ǘƘŜ ŀōǎŜƴŎŜ ƻŦ ŀƴȅ ŀƎǊŜŜƳŜƴǘ ǘƻ ǘƘŜ ŎƻƴǘǊŀǊȅΣ ŜŀŎƘ ƻǿƴŜǊ Ƴŀȅ ƳŀƪŜΣ 

use, offer to sell, or sell the patented invention within the Unites States, or import the patented 

invention into the United States without the consent of ŀƴŘ ǿƛǘƘƻǳǘ ŀŎŎƻǳƴǘƛƴƎ ǘƻ ǘƘŜ ƻǘƘŜǊ ƻǿƴŜǊǎΦέ  

Effectively each co-owner of a patent in the U.S. has the right to use, assign, license or otherwise 

commercialize the patented technology, without seeking consent of the other co-owner(s) and without 

                                                           
(3) See: http://www.bereskinparr.com/English/publications/art_html/patent-co-own-nador.html 

 

http://www.bereskinparr.com/English/publications/art_html/patent-co-own-nador.html
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any obligation to account to the co-owner(s) as to activities or revenues.  As such, since each joint owner 

has the right to use and license the patented invention, each joint owner has the power only to grant 

non-exclusive licenses.  In other words, no co-owner, acting alone, has the power to grant an exclusive 

license. 

In Canada, on the other hand, co-owners may, without permission of other co-owner(s), work their 

interest in a patent or transfer their undivided interest in a patent, but may not license their interest 

without consent of the other co-owner(s).  Moreover, in Quebec, due to the Civil Code relating to rights 

of co-owners in property, the rights of patent co-owners may be different from the rest of common-law 

Canada as regards exploitation and sale of a patent, and also accounting of royalties due to patent 

licensing, unless the parties contractually agree otherwise.  

Accordingly, the rights afforded to co-owners of joint IP should be carefully considered at the outset of 

research relationships, whether the parties involved are on opposite sides of the border or not, and 

agreements should specifically set out the conditions under which the co-owners may commercialize 

resultant joint IP, including sub-ƭƛŎŜƴǎƛƴƎΣ ǎƘŀǊƛƴƎ ƻŦ ǊƻȅŀƭǘƛŜǎ όǎŜŜ ά!ŎŎƻǳƴǘƛƴƎ ŦƻǊ tǊƻŦƛǘǎέ ōŜƭƻǿύΣ 

maintenance and enforcement.  

Accounting for Profits 

Where licenses to jointly developed IP (including copyright as well as patents) are granted in Canada 

there is a burden on the licensor to inform the other joint owners about, as well as share with them, any 

royalties or payments that the licensor joint owner may have received from third parties who exploit the 

jointly-owned IP. 

CCSIP Impact 

In the absence of an agreement to the contrary, co-owners of U.S. patents can practice and license 

the patents independently of the other co-owners without accounting for profits or royalties, 

whereas in Canada, neither of the co-owners may license the patents without the written consent 

of the other co-owners and there is an obligation to share royalties. Collaborators should include 

language in collaborative agreements and licenses that, jurisdictional laws notwithstanding, sets 

out how the co-owners shall commercialize technologies with the consent of all other co-owners. 

The Law on Novelty 

Most jurisdictions around the world require άAbsolute Noveltyέ in order for an invention to be 

considered patentable, meaning that there is no grace period allowed for any prior public disclosure or 

sale of the invention.  

In contrast, both the U.S. and Canada provide a one-year Ψgrace-periodΩ from the first date of a public 

disclosure of an invention in which a patent application may be filed. Though broadly similar, the grace 

period rights afforded in each jurisdiction have certain differences, some of which reflect variations in 

how each country determines priority of invention (namely, first to file versus first to invent).  For 
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instance, /ŀƴŀŘŀΩǎ ƎǊŀŎŜ ǇŜǊƛƻŘ ŀǇǇƭƛŜǎ ƻƴƭȅ ǘƻ ŘƛǎŎƭƻǎǳǊŜǎ ƳŀŘŜ ōȅ ǘƘŜ ǇŀǘŜƴǘ ŀǇǇƭƛŎŀƴǘ, while the 

grace period in the U.S. applies to any public disclosure, regardless of whether or not the patent 

applicant made the disclosure. Please note however, the proposed America Invent Acts will significantly 

modify the U.S. grace period provisions when it is signed into law, pleasŜ ǎŜŜ ά¢ƘŜ όtǊƻǇƻǎŜŘύ !ƳŜǊƛŎŀ 

Invents Act ς DǊŀŎŜ tŜǊƛƻŘέ ƛƴǎŜǘ ōŜƭƻǿΦ A further difference is that the U.S. grace period begins only 

when a disclosure is made in the U.S., while under Canadian patent law the grace period is initiated by a 

disclosure that occurs anywhere in the world in any language. Lƴ ŀŘŘƛǘƛƻƴΣ ƛƴ ǘƘŜ ¦Φ{ΦΣ ŀ ΨǇǳōƭƛŎ 

ŘƛǎŎƭƻǎǳǊŜΩ ƛǎ ŎƻƴǎƛŘŜǊŜŘ ǘƻ ƛƴŎƭǳŘŜ ƴƻǘ ƻƴƭȅ ǘƘŜ ǇǳōƭƛŎ ŘƛǎǎŜƳƛƴŀǘƛƻƴ ƻŦ ŘƻŎǳƳŜƴǘŀǘƛƻƴ ōǳǘ ŀƭǎƻ ŀƴȅ ǎŀƭŜ 

ƻǊ ǇǳōƭƛŎ ǳǎŜ ƻŦ ŀ ΨōƭŀŎƪ ōƻȄΩ ŎƻƴǘŀƛƴƛƴƎ ǘƘŜ ƛƴǾŜƴǘƛƻƴΤ ƛƴ /ŀƴŀŘŀΣ only disclosures that reveal sufficient 

details about the invention will trigger the start of the one-year grace period. 

The (Proposed) America Invents Act ς Grace Period 

If signed into law, the America Invents Act is expected to modify the prior art definitions in U.S. Patent 

Law. Under the new regime, the grace period will fall more in line with Canadian practice in that only 

publications made by the inventors within the period 12-months before the filing date of the invention 

will gain the benefit of a grace period.  Other publications (made by non-inventors) or public use, sales, 

and other public disclosures prior to the filing date of the patent application act as a bar to patenting. 

 

/ŀƴŀŘŀ ŀƭǎƻ ǇǊƻǾƛŘŜǎ ŦƻǊ άPrior Rightsέ ƛƴ ŀƴ ƛƴǾŜƴǘƛƻƴ, meaning where a person has acquired an 

invention, and practiced it in secret before the priority date of a patent, that person will retain the right 

to use and sell the invention without infringing the subsequent patent. U.S. patent law contains similar 

provisions, but these are limited to patented methods of doing or conducting business, or the so called 

ΩōǳǎƛƴŜǎǎ ƳŜǘƘƻŘΩ ǇŀǘŜƴǘǎ. 

The availability of a grace period in the U.S. and Canada, which should not be relied upon as a strategic 

element of a patent filing platform, provides some significant flexibility in allowing patent protection to 

be pursued when it is discovered that, or it is unclear whether, an invention may have been recently 

disclosed or sold for the first time.   It is worth noting that, in this regard, a formal application (including 

claims, high-quality drawings and other components) must be diligently filed in Canada by the end of the 

12-month grace period, while in the U.S., the applicant has the choice of filing either a formal 

application or ŀ ΨǇǊƻǾƛǎƛƻƴŀƭΩ ŀǇǇƭƛŎŀǘƛƻƴΦ  ! ǇǊƻǾƛǎƛƻƴŀƭ ŀǇǇƭƛŎŀǘƛƻƴΣ ǿƘƛŎƘ ƛǎ ǳǎǳŀƭƭȅ ƭŜǎǎ ŎƻǎǘƭȅΣ Ŏŀƴ 

include hand-drawn illustrations and need not include patent claims, must in turn be formalized within 

its own 12-month period.  Thus, up to 24 months may pass following the initial public disclosure of an 

invention before the applicant must pay the significant filing fee of the formal U.S. application.  

However, such an approach is not without risk, and care must be taken at the time of filing the 

provisional application to ensure that it contains as complete a description of the invention as possible. 
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The CREATE Act 

The Cooperative Research and Technology Enhancement όάCREATEέύ Act is an amendment to U.S. 

patent law that facilitates the patenting of inventions developed under Joint Research Agreements 

όάJRAέύ ōŜǘǿŜŜƴ ǘǿƻ ƻǊ ƳƻǊŜ ǇŀǊǘƛŜǎΦ tǊƛƻǊ ǘƻ ǘƘŜ ŜƴŀŎǘƳŜƴǘ ƻŦ ǘƘŜ Act in 2004, the content of 

communications between academic researchers and other parties, including other academic or industry 

ŎƻƭƭŀōƻǊŀǘƻǊǎΣ ŎƻǳƭŘ ōŜ ŎƻƴǎƛŘŜǊŜŘ άPrior ArtέΣ ŀƴŘ ǘƘŜǊŜŦƻǊŜ ǇǊŜǎŜƴǘ ŀ ōŀǊ ǘƻ ǇŀǘŜƴǘƛƴƎ ōȅ ŘŜǎǘǊƻȅƛƴƎ 

either the novelty or the non-obviousness of inventions. In most systems of patent law, Prior Art 

constitutes all information that has been made available to the public in any form before a given date 

that might be relevant to the validity of a patent's claims. 

The CREATE Act provides that certain Prior Art should be excluded from consideration by the U.S. patent 

examiner,[4] as long as the invention is the result of research performed within the scope of a pre-

existing written JRA. Patent applications that claim the benefits afforded by the CREATE Act to exclude 

Prior Art developed by collaborators must include details of the JRA, though such details need not be 

provided up front. 

From a practitionerΩs perspective, Ww!Ωǎ ŀǊŜ ǾŜǊȅ ōǊƻŀŘƭȅ ŘŜŦƛƴŜŘ ǳƴŘŜǊ ǘƘŜ /w9!¢9 !Ŏǘ ŀƴŘΣ ŀǎƛŘŜ ŦǊƻƳ 

encompassing obvious agreements such as Research and Inter-Institutional Agreements, may also 

encompass confidentiality agreements, MTAs, or other Technology Transfer Agreements. There is no 

requirement for a collaborative agreement to state that it is intended to be a JRA.  

The CREATE Act can facilitate open discussions between collaborators, but it has implications that 

should be carefully considered when entering into collaborations and drafting JRAs. To avoid unintended 

results relating to pre-existing IP rights, (e.g. capturing other research or patenting activities that are 

outside the intended scope of a given research collaboration) potential JRA parties, and their legal 

advisors, should on a case by case basis consider the advantages and disadvantages of invoking the 

CREATE Act. 

A more thorough description of the CREATE Act can be found in Appendix G.[5] 

 

CCSIP Impact 

Consider the language in potential JRAs carefully (research agreements, licenses, MTAs, etc) to 

avoid any unintended consequences of the CREATE Act related to IP rights that are outside the 

scope of the intended research collaboration. One remedy to consider is the inclusion of language 

that requires the consent of a party before the CREATE Act is invoked with regard to their IP. 

                                                           

(4) Prior art is excluded from consideration of ñobviousnessò, and only if it is the only prior art under 35 UC s. 102(e), (f) or (g) 

(5) The Council on Governmental Relations has published a CREATE guide for academic institutions, see: 
http://206.151.87.67/docs/CREATE.doc  

http://en.wikipedia.org/wiki/Patent
http://en.wikipedia.org/wiki/Information
http://206.151.87.67/docs/CREATE.doc
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Compulsory License Provisions 

Unlike in the U.S., the Canadian Patent Act permits the Commissioner of Patents to grant export-only 

compulsory licences to pharmaceutical manufacturers in Canada that wish to supply eligible importing 

countries with needed medicines.  

Publication of Patents 

Any patent applications filed with CIPO will be published within 18-months of the priority date of the 

application, unless the application is actively abandoned before the publication date. Patent applications 

filed with the USPTO will similarly publish 18-months from the date of the priority filing; however, the 

USPTO provides a mechanism for applicants to request that applications do not publish until the date of 

issuance, as long as there are no pending, non-U.S. applications on file for the invention.  

If a foreign patent application is filed by the applicant for the same subject matter the applicant must 

notify the USPTO within 45 days, (unless no request has been made to not publish the application), 

failure to notify will result in the abandonment of the U.S. application. 

In those cases where only a U.S. patent is being sought, applicants should consider the advantages and 

disadvantages of suppressing the publication of the U.S. patent application carefully, since this decision 

has the potential to affect commercial value of the IP in the future.  The obvious disadvantage of 

publication is that competitors have access to a description of the invention prior to the applicant being 

sure of the scope of the claims that will ultimately issue. Conversely, disclosure of the patent application 

has the advantages of providing: 

1. Evidence of the innovativeness of the applicant and potentially helping to secure financing.  
2. Prior Art against subsequent patent applications of competitors, 
3. Legal notice of the invention, which may be beneficial in obtaining damages in patent 

infringement lawsuits. 
 
The benefits of suppressing publication should be discussed with qualified IP counsel. 

Jurisdiction for First Filing 

Patent applications that pertain to inventions made, at least, in part in the U.S. (including patent 

applications that are co-owned by U.S. and Canadian collaborators) must be either filed first in the U.S., 

or a foreign filing license must be obtained from the USPTO prior to filing the patent application outside 

the United States. Failure to do so may result in the patent that may issue from such U.S. patent 

application being rendered invalid.  

A simple way to accomplish this is to file the very first patent application in the U.S. and then to await 

receipt of a communication from the USPTO providing the foreign filing license.  If a license is not 

obtained in a timely fashion, the Act of prematurely filing a foreign patent application could invalidate 

http://www2.parl.gc.ca/Sites/LOP/LegislativeSummaries/Bills_ls.asp?Parl=37&Ses=3&ls=C9
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the eventual U.S. patent, and the individuals involved in causing such foreign filing could be sanctioned.  

Though regulated by U.S. Export Control Laws (see Chapter 1) it is also worth noting that this tenet of 

U.S. patent law applies to all technology areas, not only those considered sensitive to national security. 

For the most part, inventions made in Canada are not subject to the same requirements as those made 

in the U.S. and they may be the subject of a first filed application with any patent office. However, 

inventions pertaining to certain subject matter may be subject to export controls, and therefore 

permission may be required prior to filing patent applications directed to such inventions outside of 

Canada. 

CCSIP Impact 

Patent applications that are co-owned by U.S. and Canadian collaborators and pertain to inventions 

made, at least, in part in the U.S. must be either filed first in the U.S., or a foreign filing license must 

be obtained prior to filing the patent application outside the United States.  Failure to do so may 

result in the U.S. patent application being rendered invalid.  

Differences in Patentable Matter 

While the basis approach to assessing whether an invention is novel and non-obviousness is similar in 

the U.S. and Canada, certain key differences exist in the types of inventions that may be patented in 

either jurisdiction. 

Higher Life Forms  

Contrary to the situation in the U.S., higher life forms, such as transgenic mice,[6] have been ruled as not 

patentable by the Supreme Court of Canada. The definition of higher life forms in Canada extends to 

animals at any stage of development, from fertilized eggs onwards.  

Plants 

There is no equivalent to the U.S. Plant Patent Act in Canada. Plants are also considered to be higher life 

ŦƻǊƳǎ ōȅ /Lth ŀƴŘ ŀǊŜ ƴƻǘ ǇŀǘŜƴǘŀōƭŜΦ ¢ƘŜ /ŀƴŀŘƛŀƴ tƭŀƴǘ .ǊŜŜŘŜǊΩǎ wƛƎƘǘǎ !Ŏǘ ǇǊƻǾƛŘŜǎ ǘƘŜ ŀōƛƭƛǘȅ ǘƻ 

obtain exclusive rights to many species of plant, as long as the variety for which protection is sought is 

new, different from other varieties, uniform, and stable through generations. 

Cells 

As in the U.S., claims to animal and plants cells are acceptable in Canada, however, Canada is more 

restrictive than the U.S. in the patenting of stem cells.  Embryonic, pluripotent and multipotent stem 

cells are considered patentable subject matter in Canada provided that they cannot develop into an 

                                                           

(6) See http://en.wikipedia.org/wiki/Oncomouse 

http://en.wikipedia.org/wiki/Oncomouse


35 | P a g e 

 

animal, whereas totipotent stem cells are not. Although the Canadian Patent Office considers animal 

ŀƴŘ Ǉƭŀƴǘǎ ǇŜǊ ǎŜ ǘƻ ōŜ ƛƴŜƭƛƎƛōƭŜ ŦƻǊ ǇŀǘŜƴǘ ǇǊƻǘŜŎǘƛƻƴΣ ǘƘŜ /ƻǳǊǘǎ ƘŀǾŜ ƘŜƭŘ ǘƘŀǘ ŀ ŎƭŀƛƳ ǘƻ ŀ άŎŜƭƭέ ƛǎ 

infringed by an intact organism composed of such cells.[7] CIPO also does not consider organs or tissues 

to be patentable compositions. 

Methods of Medical Treatment 

Contrary to the U.S., methods of medical treatment are considered unpatentable subject matter in 

Canada.  Therefore, any method which provides a practical therapeutic benefit to a subject, even if this 

is not its primary or intended purpose, is considered to be a method of medical treatment and is 

therefore usually not patentable. 

Software and Business Methods 

Software per se (e.g., source code or object code) is not considered patentable in either jurisdiction, and 

is commonly protected by copyright and/or trade secret law. However, in the U.S., and at least until 

recently, computer-related inventions involving software, algorithms and the like, as well as methods of 

doing business, have been considered eligible subject matter for patent protection if the algorithm, 

ǇǊƻŎŜǎǎ ƻǊ ƳŜǘƘƻŘ ǇǊƻŘǳŎŜŘ ŀ άǳǎŜŦǳƭΣ ŎƻƴŎǊŜǘŜ ŀƴŘ ǘŀƴƎƛōƭŜέ ǊŜǎǳƭǘΦ  Lƴ ŀ ǊŜŎŜƴǘ ¦ΦS. Supreme Court 

decision (In re Bilski), the exclusion of business method as patentable materials was rejected. Prior to 

ǘƘƛǎ ŘŜŎƛǎƛƻƴΣ ŀ ƭƻǿŜǊ ŎƻǳǊǘ ƘŀŘ ǊŜǉǳƛǊŜŘ ǘƘŀǘ ŀ ƳŜǘƘƻŘ ǊŜǎǳƭǘ ƛƴ ŀ άǇƘȅǎƛŎŀƭ ǘǊŀƴǎŦƻǊƳŀǘƛƻƴέΣ ǎǳŎƘ ǘƘŀǘ 

an article is transformed intƻ ŀ ŘƛŦŦŜǊŜƴǘ ǎǘŀǘŜ ƻǊ ǘƘƛƴƎΣ ƻǊ ōŜ άǘƛŜŘ ǘƻ ŀ ǇŀǊǘƛŎǳƭŀǊ ƳŀŎƘƛƴŜέΣ ƛƴ ƻǊŘŜǊ ǘƻ 

be eligible for patent protection.  The Supreme Court instead held that the machine-or-transformation 

test is not the only test for determining the patentability of a process; however, little guidance as to how 

to determine patentability for business methods was provided.  

In Canada, the long-standing view had been that a software algorithm could be eligible for patent 

protection if integrated with the hardware component (such as a memory), while business methods 

were generally considered unpatentable.  More recently, however, CIPO has indicated that both the 

άŦƻǊƳέ ƻŦ ŀ ŎƭŀƛƳ όƛΦŜΦΣ ǘƘŜ ǇŀǘŜƴǘ ŎƭŀƛƳ ƻƴ ƛǘǎ ŦŀŎŜύ ŀǎ ǿŜƭƭ ŀǎ ǘƘŜ άǎǳōǎǘŀƴŎŜέ όƴŀƳŜƭȅΣ άǿƘŀǘ Ƙŀǎ ōŜŜƴ 

added to human ƪƴƻǿƭŜŘƎŜέύ ǿƻǳƭŘ ōŜ ǊŜƭŜǾŀƴǘ ƛƴ ŀǎǎŜǎǎƛƴƎ ǿƘŜǘƘŜǊ ŀ ŎƭŀƛƳ ƛǎ ŜƭƛƎƛōƭŜ ŦƻǊ ǇŀǘŜƴǘ 

protection.  In particular, both the form and substance must relate to patent-eligible subject matter and, 

furthermore, these criteria do not distinguish between software algorithms, business methods, or any 

other type of invention.  Practically speaking, at this time, this may mean that a patent claim which 

integrates a new algorithm with known hardware may have greater difficulty than in the past to be 

considered patent-eligible subject matter in Canada. Further judicial clarification would be useful in both 

jurisdictions.   

                                                           
(7) See [Schmeiser v. Monsanto, (2004), 31 C.P.R. (4th) 161] 
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Patent Prosecution  

Unlike the U.S., Canada does not have a continuation practice that allows a patent owner to fine tune 

the scope of protection that is being sought as commercial objectives and market realities on the 

technology evolve.  The flexibility available in the U.S. is a significant tool in allowing the patent 

applicant or owner to adapt the scope of its patent application to changing market conditions.  In 

Canada, while the patent application may modify the scope of the patent protection being sought while 

the patent application is pending, the degree of flexibility is significantly lower.  

Patent Enforcement 

The Canadian Patent Act requires that a patentee, taken to include all co-owners, be named a party to 

any infringement action. Therefore, in order to enforce a Canadian patent any licensees will require the 

co-operation of the licensor(s), who will need to be named a co-plaintiff in the suit. 

Case law around U.S. patents treats the rights of licensees to enforce patents somewhat differently. 

Effectively, it allocates the right to bring suit according to the characterization of the licensee and the 

injury that the licensee would suffer from infringement. Under a license agreement that assigns all 

substantial rights to the licensee, the licensee ŀǎ άǉǳŀǎƛ-ƻǿƴŜǊέ can sue for infringement in its own 

ƴŀƳŜ ǿƛǘƘƻǳǘ ƧƻƛƴƛƴƎ ǘƘŜ ǇŀǘŜƴǘ ƻǿƴŜǊΦ hƴ ǘƘŜ ƻǘƘŜǊ ŜƴŘ ƻŦ ǘƘŜ ǎǇŜŎǘǊǳƳΣ ŎŀǎŜ ƭŀǿ ŘŜŦƛƴŜǎ άōŀǊŜ 

ƭƛŎŜƴǎŜǎέΣ ǿƘƛŎƘ ŀǊŜ ŜŦŦŜŎǘƛǾŜƭȅ ŎƻǾŜƴŀƴǘǎ ōȅ ǘƘŜ ƭƛŎŜƴǎƻǊ ƴƻǘ ǘƻ ǎǳŜ ǘƘŜ ƭƛŎŜƴǎŜŜΦ ¦ƴŘŜǊ U.S. case law a 

bare licensee would not suffer injury from third-party infringement and therefore would usually have no 

standing to enforce the patent. In between the two extremes are exclusive licenses, which give licensees 

the sole right to use the patent and thus have the ability to sue as a co-plaintiff together with the 

licensor. 

CCSIP Impact 

¶ Consider language that requires the consent and cooperation of all patent co-owners when 

enforcing patent rights.  

¶ Agreements should define who has the right to enforce the patent and make decisions, 

who bears the costs and reaps the benefits. 

¶ In U.S., the continuation practice allows patent applicants to modify the scope of patent 

protection more so than in Canada, better supports the evolution of commercial activities. 

Summary Table (Patents) 

Cross Border Issue Canada U.S. 

Priority First to File First to Invent 

Joint Ownership Co-owners can practice, assign but not 

license 
Co-owners can practice, assign and 

license 

Novelty 12-month grace period 
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Accounting for Profits Yes No 

Collaboration  CREATE Act 

Compulsory licensing  Yes No 
Publication 18-months from priority filing date 

unless withdrawn and abandoned 
18-months from priority filing date 

unless only U.S. filed 

 First Filing  Joint US ς Canada IP must be filed in the U.S. first, unless foreign filing license 

obtained from the USPTO. 
Foreign Filing License Required No Yes 

Patentable Matter   

    Higher Life Forms No yes 
   Plants Plant Breeders Rights Plant Patent Act 
    Stem Cells Only if they cannot develop into an 

adult 
Yes 

    Software If integrated with patentable matter If claimed as a practical application 
    Business Methods No yes 

Copyright  

Term 

Both the Berne Convention and TRIPs provide for a minimum copyright duration for most works of the 

life of the author plus 50 years and this term is adhered to by Canadian legislation. The United States has 

extended the term of copyright by an additional 20 years to the life of the author plus seventy years. 

Copyright rights in both jurisdictions run to December 31st of the fiftieth or seventieth year respectively. 

Ownership 

The issue of ownership in both U.S. and Canadian copyright law starts with the assumption that the 

author(s) of the copyrightable work are the owners of the copyright. However, there are subtle 

differences between how each country deals with situations where the copyrightable work is made 

under a contract of employment or service. The law in the U.S. contains statutory provisions around the 

issǳŜ ƻŦ άǿƻǊƪ ŦƻǊ ƘƛǊŜέΣ ǿƘŜǊŜƛƴ ǘƘŜ ŎƻǇȅǊƛƎƘǘ ƻŦ ŀ ǿƻǊƪ ƳŀŘŜ ŀǎ ŀ ǿƻǊƪ ŦƻǊ ƘƛǊŜ ƛǎ ŎƻƴǎƛŘŜǊŜŘ ǘƻ ǾŜǎǘ 

with the entity that hired the creator to make the work. A work for hire is defined in U.S. law as: 

(1) a work prepared by an employee within the scope of his or her employment; or  

(2) a work specially ordered or commissioned for use as a contribution to a collective work, as a 

part of a motion picture or other audiovisual work, as a translation, as a supplementary work, 

as a compilation, as an instructional text, as a test, as answer material for a test, or as an atlas, 

if the parties expressly agree in a written instrument signed by them that the work shall be 

considered a work made for hire.  

Works made by salaried employees in the U.S. are therefore considered works for hire and are owned 

by the employer. Works made by independent contractors are also considered to be works for hire if 
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they meet the criteria of (i) being specifically commissioned, (ii) falling into one of the nine categories 

listed in (2) above and (iii) being identified as a work for hire in a written agreement. In the U.S., since 

1978, a work for hire has a different copyright duration from the usual life of the author plus 70 years: 

the shorter of 95 years from publication, or 120 years from creation. 

Similarly, in Canada the employer is considered the first owner of copyright if there are no agreements 

to the contrary. However, works created by an independent contractor, even if the contractor was hired 

to specifically create the copyrighted work, are owned by the contractor in the absence of an 

assignment to the hiring party. Assignments of copyright in Canada must be written. 

CCSIP Impact 

 

Ensure that research or consulting arrangements involving independent contractors in Canada and 

the U.S. include assignment of any IP, including copyright, to the contracting party.  

Derivative Works 

U.S. ŎƻǇȅǊƛƎƘǘ ƭŀǿ ƛƴŎƭǳŘŜǎ ŀ ǎǘŀǘǳǘƻǊȅ ŘŜŦƛƴƛǘƛƻƴ ƻŦ άDerivative WorksέΣ ǿƘƛŎƘ ŀǊŜ ŜȄǇǊŜǎǎƛǾŜ ŎǊŜŀǘƛƻƴǎ 

that include major, copyright-protected elements of an original, previously created first work. Derivative 

Works are copyrightable under U.S. copyright law as long as they include original elements over the 

original work upon which they are based. 

Though Canadian copyright law does not explicitly define "derivative work", the Copyright Act of Canada 

provides a list of various types of reproduction, performance or conversion that effectively amounts to 

derivative works, which are separate copyrightable works from the original copyrightable works upon 

which they are based.    

Moral Rights  

Copyright law in CanŀŘŀ ŀƭǎƻ ǇǊƻǾƛŘŜǎ ŦƻǊ ǿƘŀǘ ŀǊŜ ŎŀƭƭŜŘ άMoral Rightsέ ǘƻ ǘƘŜ ŀǳǘƘƻǊ ƻŦ ǘƘŜ ǿƻǊƪΦ 

Moral rights are inalienable rights, distinct from copyright, that grants the author the right of integrity of 

the work (i.e. the work cannot be modified or associated with a product in a manner that would 

prejudice the honour or reputation of the author), and the right to association with the work (or to 

remain anonymous or to publish under a pseudonym). Moral rights cannot be assigned, they can only be 

waived either in whole or in part by the author. 

The Moral Rights in the U.S. are less well defined; the Visual Artists Rights Act of 1990 recognizes moral 

rights but only for works of visual art. When the United States signed the Berne Convention, it stipulated 

that the Convention's "moral rights" provisions were addressed sufficiently by other U.S. statutes, such 

as laws covering slander and libel. 

Rights for Joint Copyright Owners in the U.S. and Canada 

In the U.S., the rights of joint owners of a copyright to exploit the copyright are generally similar to the 

rights of joint owners of U.S. patents.  However, there is one key difference.  While a patent joint owner 

has no duty to account to the other patent joint owners, a joint owner of a copyright must account to 

http://en.wikipedia.org/wiki/Copyright_Act_of_Canada
http://en.wikipedia.org/wiki/Berne_Convention_for_the_Protection_of_Literary_and_Artistic_Works
http://en.wikipedia.org/wiki/Slander_and_libel
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the other joint owner(s) for a ratable share of any profits earned from using or licensing the copyright.  

In the absence of an agreement to the contrary, each joint owner of a copyright has an independent 

right, without obtaining the consent of the other joint owner(s), to exploit the copyright.  Furthermore, 

each joint owner may grant non-exclusive licenses under any of these rights to third parties.  

The Canadian law on copyright joint ownership is not entirely clear. 

Fair Use vs. Fair Dealing 

In the U.S. Ψfair useΩ of a copyrighted work for purposes such as criticism, comment, news reporting, 

teaching (including multiple copies for classroom use), scholarship, or research does not infringe 

copyright. In Canada, Ψfair dealingΩ as defined by the Copyright Act is more restrictive than the U.S. fair 

use provisions, being limited to cƻǇȅƛƴƎ ƳŀǘŜǊƛŀƭǎ ŦƻǊ άǊŜǎŜŀǊŎƘ ƻǊ ǇǊƛǾŀǘŜ ǎǘǳŘȅέΦ CƻǊ ŜȄŀƳǇƭŜΣ ƛƴ ǘƘŜ 

U.S., showing films or videos in a classroom without special permission or performance rights is 

permitted. In Canada, public performance rights must be acquired to show a video or film in a 

classroom. The U.S. also allows making copies of works for distribution in class. In Canada, it is forbidden 

to do so without special agreement or payment to the copyright owners. Unlike the U.S. concept of fair 

use, in Canada fair dealing does not contain exceptions for parody and satire.[8] A bill has been tabled 

ǿƛǘƘ ǘƘŜ /ŀƴŀŘƛŀƴ tŀǊƭƛŀƳŜƴǘ ǘƘŀǘ ǿƻǳƭŘ ŜȄǇŀƴŘ ǘƘŜ ǎŎƻǇŜ ƻŦ άŦŀƛǊ ŘŜŀƭƛƴƎέ ƛƴ /ŀƴŀŘŀ ǘƻ ǊŜǎŜƳōƭŜ ǘƘŜ 

fair use regime in the U.S. 

Non-Copyright of Works by the U.S. Government 

A work of the United States government, as defined by United States copyright law, is "a work prepared 

by an officer or employee of the U.S. government as part of that person's official duties." The term only 

applies to the work of the federal government, not state or local governments. In general, such works 

are not entitled to domestic copyright protection under U.S. law. Note that the Act only speaks about 

domestic copyright. The USA can still hold the copyright of those works in other countries.[9]  

In addition, many publications of the U.S. government contain protectable works authored by others 

(e.g., patent applications, Securities and Exchange Commission filings, public comments on regulations, 

etc.), and this rule does not necessarily apply to the creative content of those works. 

Summary Table (Copyright) 

Cross Border Issue Canada U.S. 

Term Authors Life + 50 years Authors Life + 70 years 

Ownership  {ǘŀǘǳǘƻǊȅ άǿƻǊƪ-for-ƘƛǊŜέ ǇǊƻǾƛǎƛƻƴǎ 

License Consent Probably No 

                                                           
(8) !ƴ ƛƴ ŘŜǇǘƘ ǘǊŜŀǘƳŜƴǘ ƻŦ ǘƘŜ ŘƛŦŦŜǊŜƴŎŜǎ Ŏŀƴ ōŜ ŦƻǳƴŘ ƛƴ άHealing Fair Dealing? A Comparative Copyright Analysis of 

Canadian Fair Dealing to U.K. Fair Dealing and U.S. Fair UseέΦ {ee: 

http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1014404 . 

(9) See : http://en.wikipedia.org/wiki/Copyright_status_of_work_by_the_U.S._government  

http://en.wikipedia.org/wiki/United_States_copyright_law
http://en.wikipedia.org/wiki/Federal_government_of_the_United_States
http://en.wikipedia.org/wiki/Securities_and_Exchange_Commission
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1014404
http://en.wikipedia.org/wiki/Copyright_status_of_work_by_the_U.S._government
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Account of Profits Yes Yes 

Derivative Works Implicit derivative-like provision {ǘŀǘǳǘƻǊȅ άŘŜǊƛǾŀǘƛǾŜ ǿƻǊƪǎέ ǇǊƻǾƛǎƛƻƴǎ 

Moral Rights {ǘŀǘǳǘƻǊȅ άƳƻǊŀƭ ǊƛƎƘǘǎέ ǇǊƻǾƛǎƛƻƴǎ  

Fair use/dealing More restrictive Less restrictive 

Trade Secrets 
Trade secrets in the U.S. are governed by state statutes as interpreted by the courts, while in Canada the 

law relating to confidential information is entirely judge made law, i.e., there are no trade secret 

statutes in Canada as those in the U.S.. To be afforded trade secret protection in either the U.S. or 

Canada, in essence, the information must be sufficiently removed from the public to qualify as 

confidential information (not known), have commercial value from not being known, and must be 

subject to reasonable efforts to protect its confidentiality.   Ultimately, ƛƴ ǇǊŀŎǘƛŎŜΣ άǘrade secretέ law is 

broadly similar between the two jurisdictions.[10]  

Certain Licensing Laws 

Post-Expiry Royalties 

The U.S. Supreme Court has held that the extraction of a royalty after the expiry of a licensed patent 

constitutes an extension of the monopoly power of a patent past the patent term and is therefore 

unlawful.[11] Taking this a step further, the courts have concluded that the existence of a licensing 

provision that requires such post-patent expiry royalties may constitute patent misuse and thereby 

prevent the enforcement of a licensed U.S. patent. There is no equivalent legislation or case law in 

Canada. 

Licensors of U.S. patents can address this in one of several ways,[12] by: 

1. Structuring the license with a payment scheme wherein payments made post patent 

expiration are clearly attributed to the pre-expiration use of the invention. 

2. Licensing a group of patents with differing expiration dates. 

3. Licensing know-how or trade secrets separately from patent rights, potentially even having 

separate royalty rates payable for each intellectual asset. 

 

CCSIP Impact 

In cases where a licensing arrangement to a U.S. patent contemplates the payment of royalties 

after the term expiry of the licensed patents, consider licensing know-how or trade secrets 

separately from the patent rights. 

                                                           
(10) A more in depth discussion can be found in the article: Trade Secret Law in Canada and the United States. See: 
http://www.gowlings.com/resources/publications.asp?pubid=768  
(11) Brullotte v. Thys, 379 U.S. 29 (1964) 
(12) For further details see:  How to Get Royalties After a Patent Has Expired, Weiss, C. A., Corsello, K. R.  
http://www.kenyon.com/files/tbl_s47Details/FileUpload265/128/Royalties.pdf   

http://www.gowlings.com/resources/publications.asp?pubid=768
http://www.kenyon.com/files/tbl_s47Details/FileUpload265/128/Royalties.pdf
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Challenges to Patent Validity 

In 2007, the U.S. Supreme Court ruled that a patent licensee may challenge the validity of a licensed 

patent while continuing to pay royalties to the licensor.[13] This overturned a rule previously 

established by the Federal Circuit, which precluded a licensee in good standing from challenging the 

licensed patent. Under the old regime, licensees had the choice of continuing to pay royalties on a 

potentially invalid patent, or ceasing the royalty payments and risking termination of the license and a 

lawsuit for breach of contract. There is no equivalent case law in Canada. 

CCSIP Impact 

Canadian licensors will often include license provisions that prohibit licensees from challenging 

licensed patents. These provisions are valid under Canadian law but not under U.S. law. 

 

 

                                                           
(13) MedImmune, Inc. v. Genentech, Inc., No. 05-608 
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Chapter 3 - CROSS BORDER COLLABORATIVE RESEARCH 

FRAMEWORK 

Introduction  

Successful cross-border collaborative research relationships will require several distinct, but related, 

agreements to be structured between the collaborating parties.  High level interactions between 

collaborating research institutions may be governed by memoranda of understanding, however, at the 

Ǉƻƛƴǘ ǘƘŀǘ ŀ ǎǇŜŎƛŦƛŎ ǊŜǎŜŀǊŎƘ ǇǊƻƧŜŎǘ ƛǎ ŎƻƴŎŜƛǾŜŘ ŀ ƳƻǊŜ ŜȄǇƭƛŎƛǘ άwŜǎŜŀǊŎƘ !ƎǊŜŜƳŜƴǘέ will be 

required that sets out: (i) the manner by which the research undertaking will be managed, (ii) which 

party will be responsible for which aspect of the work, (iii) where resources will be allocated, and (iv) 

what rights each of the parties will have to research results.  

As the researŎƘ ǇǊƻƧŜŎǘ ƳƻǾŜǎ ŦƻǊǿŀǊŘΣ Lt Ƴŀȅ ōŜ ƎŜƴŜǊŀǘŜŘ ŀƴŘ ŀ ǎŜǇŀǊŀǘŜ άInter-Institutional 

Agreementέ is necessary to set out the rights and responsibilities of the contributors to each item of co-

developed IP.  

CƛƴŀƭƭȅΣ άTechnology Transfer Agreementsέ, such as licenses, assignments, or MTAs, are required for the 

commercialization or transfer of the technology and related IP.  

Figure 3.1 graphically depicts the flow of knowledge creation and the agreements that are required to 

support each stage of a successful research collaboration.  
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Figure 3.1: Research Artifacts, IP and Required Supporting Agreements 

As shown in Figure 3.1, the primary outputs of a Research Agreement involving academia are typically 

άScholarly Worksέ ŀƴŘΣ ƘƻǇŜŦǳƭƭȅΣ άTangible IPέ. Scholarly Works include publications, presentations, 

theses, and laboratory notebooks, which are typically owned by their creators.  Tangible IP includes 

inventions and creations that may have commercial value, arising from the Scholarly Works, and that 

may be subject to patenting, copyright protection (e.g. software), trade-secret/know-how protection, or 

other proprietary management (e.g. biological materials and data). 

The Research Agreement needs to provide a framework that determines who owns and who has access 

to all of the potential Scholarly Works and Tangible IP outputs.  

Where IP is jointly developed and owned by two or more parties, the management and 

commercialization/dissemination of the co-owned IP should be governed by an Inter-Institutional 

Agreement between the inventing institutions. The Inter-Institutional Agreement will govern how co-

owned IP is managed and where the costs and benefits of commercialization/transfer are distributed.  In 

the example provided in Figure 3.1, a patentable technology, a research tool, and a piece of software 

were co-developed, while a biological material was generated at a single institution (and therefore was 

not subject to an Inter-Institutional Agreement).  

Note that Figure 3.1 contemplates only the situation in which the research institution owns the Tangible 

IP created by its researchers. Though this may be simpler to assess from the perspective of future 

investors in the technology, as discussed in Chapter 1 this may not automatically be the case. Where the 

research institutions own IP, there can be IP owned by a single institution or co-owned by two or more 

  
{ŎƘ
ƻƭŀǊƭ
ȅ 

Journ

Stud

Labo

Confer

¢ŀƴ
Ǝƛōƭ
Ŝ Lt 

wŜǎŜŀǊŎ
Ƙ 

!ƎǊŜŜƳ
Ŝƴǘ 

LƴǘŜǊ- 
Lƴǎǘƛǘǳǘƛƻ
ƴŀƭ 

!ƎǊŜŜƳŜ
ƴǘǎ 

Biolo

Soft

Pate

Rese

Tech
nolo
gy 

Tech
nolo
gy 

Tech
nolo
gy 

Tech
nolo
gy 



44 | P a g e 

 

institutions; however, where researchers based in Canada also directly own IP this situation can become 

much more complicated and difficult to manage.  This chapter assumes that Tangible IP is solely owned 

by the institutions. 

If any researchers maintain ownership rights in the IP, through their institutional policies, and exclusive 

licensing (or assignment) to a company is the optimal route of commercialization, the IP management 

rights will need to be consolidated. This can occur either through the researchers entering into the 

equivalent of an Inter-Institutional Agreement that grants one party the right to manage the IP and 

grant licenses etc., or through the IP-owning researchers being party to the exclusive Technology 

Transfer Agreement, or perhaps having separate Technology Transfer Agreements entered into by the 

licensee with each owner of the IP. 

Finally, each item of Tangible IP will be hopefully distributed or commercialized via a Technology 

Transfer Agreement, which will govern the actual transfer or commercialization of the IP to the private 

sector.  

None of these agreement types exists in a vacuum: they should integrate with each other and with the 

broader considerations of the legal environment in which they function, including the cross-border IP 

issues discussed in this report.  A single Research Agreement, which normally lasts for as the duration of 

the research project, can spawn several Inter-Institutional Agreements and multiple Technology Transfer 

Agreements. These latter agreements can then have a considerably longer lifetime than the Research 

Agreement, typically lasting for as long as the term of their subject IP. Figure 3.2 provides a 

representation of the timelines associated with collaborative research outputs and their associated 

agreements.  
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http://142.103.216.236:34789/ccsip/Images1/Chap5_Agreement_Timelines.jpg 

Figure 3.2: Agreement Timelines 

Figure 3.2 graphically depicts the generation of research results and artifacts, where artifacts may 

include outputs such as proprietary materials and data, plotted by time from inception of the 

collaboration vs. the value of the result to an external audience.  

!ǎ ǎƘƻǿƴΣ ǘƘŜ ǊŜǎŜŀǊŎƘ ǇǊƻƧŜŎǘ ƎŜƴŜǊŀǘŜǎ ǎŜǾŜǊŀƭ ǊŜǎǳƭǘǎ όŘŜƴƻǘŜŘ ŀǎ άwέ ƛƴ ǘƘŜ ŎƘŀǊǘύΦ These have been 

colour-coded so their path from discovery through publication and technology transfer can be followed.  

Following the green path, the research results lead to the generation of a publication (based on 

combined research results, which are dŜƴƻǘŜŘ ŀǎ ά/wέύ ŀƴŘ ǘƘŜ ŘŜǾŜƭƻǇƳŜƴǘ ƻŦ ŀ ōƛƻƭƻƎƛŎŀƭ ƳŀǘŜǊƛŀƭ 

that subsequently undergoes technology transfer by way of an MTA.  

file:///C:/Users/aal/AppData/Local/Microsoft/Windows/Temporary%20Internet%20Files/Images1/Chap4_Agreement_Timelines.jpg
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The red-coloured results are also compiled into an academic publication. However, in this case there is a 

jointly-owned patent filing and an Inter-Institutional Agreement is put in place. This subsequently results 

in technology transfer via several non-exclusive licenses.  

The blue research results have a similar path, but are commercialized via an exclusive license.  Note that 

thiǎ ǇŀǘƘ Ƴŀȅ ōŜ ŜȄǘŜƴŘŜŘ ōȅ ǘƘŜ ƭƛŎŜƴǎŜŜ ŀǎ ŦǳǘǳǊŜ άƛƳǇǊƻǾŜƳŜƴǘέ Lt ƛǎ ŘŜǾŜƭƻǇŜŘ ƛƴ ǘƘŜ ŎǊŜŀǘƛƻƴ ƻŦ ŀ 

commercial product. 

This chapter does not provide an exhaustive list of the terms that should be included in each agreement 

type, nor is template language provided, rather it provides a review of the basic principles involved in 

each agreement type that are relevant to cross-border issues. Many of the cross-border issues that are 

described in Chapter 1 and Chapter 2 of this report need to be considered when structuring the various 

agreements. The sponsored research or technology transfer offices in most research institutions will 

have their own templates for each type of agreement that may, or may not, recognize the complexities 

inherent in a cross-border collaboration.  

Research Agreements 

The parties to a Research Agreement will typically be an industry sponsor and a research institution such 

as a university. However, complex arrangements that encompass collaborations between multiple 

universities, industry partners, research hospitals, and government laboratories τ potentially with 

funding from a mixture of industry, federal, state/provincial, or non-profit sources τ are also governed 

by Research Agreements (often under the guise of affiliation agreements or network agreements). In 

most cases, these complex arrangements will be codified in a suite of agreements τ some two-party, 

others multi-party τ which need to be considered in their totality to gain a full understanding of the 

relationships and treatment of IP.  

As discussed above, Research Agreements should recognize that there are a range of potential Scholarly 

Work and Tangible IP outputs from research projects, and provide a framework for the ownership, 

management, and access rights for these, both in terms of any cross-border IP issues and also the 

potential requirements of research sponsors and downstream licensees (described in Chapter 4). 

The primary terms that should be included or otherwise considered in cross-border Research 

Agreements are described below. 

Publication Rights 

In keeping with traditional academic practices, the copyright in Scholarly Works should vest with the 

creators of the work.  

As a standard academic principle in Canada and in the U.S., universities will generally not undertake 

secret research and all results need to be fully publishable. Research Agreements should therefore 
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ensure that they include terms that confirm that the parties have the right to publish the results of the 

research.  

U.S. universities have particular cause to ensure that no undue restrictions to publication are allowed, 

because limiting the right to publish will jeopardize the status of the research under the Fundamental 

Research Exemption in U.S. Export Control laws, described in Chapter 2. Loss of rights under this 

exemption will require : either the university to obtain an export permit; or, for it to exclude any non-

U.S. citizen students in the project. 

U.S. Export Control laws do recognize that the protection of Background IP, particularly commercially 

sensitive Background IP owned by industry, is an important tenet of research collaboration though. 

Hence these laws provide that research institutions can allow their partners, a reasonable delay to 

publication (typically not more than 90-days) for pre-ǇǳōƭƛŎŀǘƛƻƴ ǊŜǾƛŜǿΥ όƛύ ǘƻ ŜƴǎǳǊŜ ǘƘŀǘ ƴƻ ǇŀǊǘƴŜǊΩǎ 

background proprietary information is divulged and, (ii) to provide an opportunity for the 

partner/sponsor to file (or direct the research institution to file) patent applications.  Canadian research 

institutions also follow a similar practice. 

The need to delay publication to preserve commercial value should thus be balanced against the 

impacts of the potential loss of the Fundamental Research Exemption. 

Research Agreements may also include clauses that cement the understanding that co-authorship of 

publications will be determined under standard academic principles and that funding sources will be 

acknowledged. In this latter regard, certain funding sources (such as CIRM) contractually require 

acknowledgement of their contribution to the research effort while also requiring reporting of 

publications to the funding agency. 

Intellectual Property Ownership 

A research collaboration will typically involve both Background IP, which the parties have developed 

previously and are contributing to the collaboration, and Foreground IP, which may be developed during 

the collaboration.  In order to aid in the commercialization of Foreground IP, Research Agreements 

should require that each party promptly discloses new IP, particularly jointly-developed IP, to all 

collaborating parties. Note that a Research Agreement maybe considered a JRA under the CREATE Act 

and we refer to our comments above (see Chapter 2); also, to ensure the patentability is maintained 

worldwide, due to absolute novelty which is discussed above, the Research Agreement should contain 

appropriate confidentiality provisions. 

The Research Agreement should provide an explicit framework for determining the ownership of 

Foreground IP. A typical framework assigns ownership rights to those parties that created or invented 

the Foreground IP, with the creators/inventors of the IP being determined by reference to the laws for 

determining inventors under U.S. or Canadian IP (typically patent) law.  

In a simple two party Research Agreement between a U.S. and a Canadian research institution this leads 

to three possible IP ownership scenarios:  
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1. U.S. institution owned 

2. Canadian institution owned 

3. jointly owned by both parties.  

In situations where multiple institutional parties and industry sponsors are involved, it is possible to 

have more than two owners of the IP.  

A substantial number of Canadian Institutions have a pƻƭƛŎȅ ƻŦ έCreator-hǿƴŜŘ Ltέ. This can add an 

additional layer of complexity wherein the ownership of IP is spread across several researchers and 

institutions. Unless appropriately dealt with in the Research Agreement and subsequent agreements, 

this fragmentation of IP ownership rights can be an area of significant concern to future commercial 

partners and their investors. The simplest method of ameliorating this concern is to ensure that, where 

possible, researchers are compelled to assign their IP rights to their home institution; otherwise, a 

detailed and clear summary of the fragmented IP ownership situation for any given research 

collaboration should be prepared and managed by the contracting parties.  

Under usual circumstances, no direct ownership right in IP is afforded to the funding parties; most non-

industrial sources of funding in the U.S. and Canada do not claim ownership rights to IP developed 

during funded projects. 

Rights to Use/Exploit Intellectual Property (Academic Parties) 

Ownership of IP is distinct from the rights to use or to commercially exploit the proprietary technology.  

Research Agreements should describe the Background IP that each party is contributing to the project 

and the terms under which the collaborators can use such IP.  Equally as important is the explicit 

definition of the Background IP that parties are withholding from the collaboration (whether due to 

existing third party rights or other reasons).   

Foreground IP should be available for all academic parties in the collaboration to use for research, 

scholarly, and educational purposes. This use should be with the proviso that the originator of the IP has 

the right to the credit afforded by being the first to publish the research. 

Funding agreements from specific agencies may stipulate that certain research outputs need to be made 

available more broadly. For example, CIRM requires that biomedical research tools are made available 

to any researcher in the State of California for free or at cost. 

Where co-owned IP is developed between non-industry partners, an agreement will be necessary to 

govern how this joint-IP is managed and commercialized. The terms of this agreement can be 

incorporated into the Research Agreement; however, inclusion of such terms at this stage is typically 

premature, because at the outset of the research project it is impossible to determine exactly what the 

output IP will be and who will have contributed to its conception and development.  
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As will be discussed later in this chapter, a separate Inter-Institutional Agreement between the co-

owners of the joint-IP is usually the most appropriate method by which to govern the management and 

commercialization of joint-IP.  

The framework of the Inter-Institutional Agreement can be pre-negotiated and attached as a schedule 

to the Research Agreement as a template, retaining the flexibility to determine who manages the IP and 

how expenses and revenues are disbursed after IP has been generated. 

Rights to Use/Exploit Intellectual Property (Industry Parties) 

The potential involvement of industry sponsors creates additional complexity with respect to the 

treatment of Foreground IP in Research Agreements because, in return for their investment, the partner 

companies typically desire rights to access technology and IP that is generated by the collaboration, no 

matter who is the owner of the IP.  

Several of the cross-border IP issues described in Chapter 1 and Chapter 2 are of direct relevance to 

terms under which industry partners can be granted rights to IP under Research Agreements.  

The issues of particular relevance are listed below: 

1. The Bayh-Dole Act 

Often industry partners desire outright ownership of Foreground IP; however, the Bayh-Dole Act 

prevents U.S. universities from assigning IP to commercial partners, without first obtaining a waiver 

to do so from the funding agency.  

In contrast, Canadian institutions are capable of effecting such an IP assignment, often in return for 

a higher overhead rate charged on the cost of the research or an assignment fee. 

Typical Research Agreements in both the U.S. and Canada do not grant industry sponsors 

assignments to technology but rather grant a time-limited option to obtain license rights. 

Research Agreements involving IP developed, even partially, at U.S. universities should further 

explicitly state that any commercial rights granted to industry partners will be compliant with the 

terms of the Bayh-Dole Act (e.g. with respect to U.S. manufacturing requirements, March-in Rights, 

etc.). 

2. U.S. Tax Legislation and Tax-Exempt Bonds 

If research facilities that were financed by Tax-Exempt Bonds in the U.S. are going to be used in the 

research project, then the host institution will be precluded from pre-negotiating any of the 

business terms associated with the eventual transfer of commercial rights to an industry partner 

(including setting caps or ranges). Under U.S. Tax legislation, where facilities funded by Tax-Exempt 

Bonds are used, business terms can only be set at the time the technology is available for licensing. 

 












































































